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In the Court of Appeals of the District of Ooliunbia, 


The United States of America on the 

of National Phonograph Company, Appellant, 

vs. 

Frederick I. Allen, Commissioner of Patents. 


Eelatjon^ 

lanf. I 


No. 1257. 


a Supreme Court of the District of Columbia. 


The United States of America on the 
Relation of National Phonograph Com¬ 
pany, Relator, 

vs. 




y No. 45225. 


Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. 


At Law. 


United States of America, 
District of Columbiaj 



Be it remembered, tliat in the supreme court of the District of 
Columbia, at the city of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and proceed¬ 
ings had, in the above-entitled cause, to wit: 


1 . Petition for Mandamus. 


Filed February 7,1902. 


In the Supreme Court of the District of Columbia. 


The United States of America on the 
Relation of National Phonograph Com¬ 
pany, Relator, 

vs. 


> At Law. 


Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. 


No. 45225. 


The above-named relator, National Phonograph Company, re¬ 
spectfully represents:— 

1. Your relator is a corporation duly organized and existing under 
the laws of the State of New Jersey, having its principal place of 
business at the city of Orange, in the countj’^of Essex, in said State; 
that the respondent, Frederick I. Allen, is the Commissioner of 
Patents, duly qualified and acting as such, and that the said re¬ 
spondent was such Commissioner and acting as such on January 24, 
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1902, and at the time of the decisions hereinafter complained of, and 
is still such Commissioner. Your relator is the owner of the patents 
of Thomas A. Edison relating to phonographs, and it and its pre¬ 
decessors in interest have since 1889 been engaged in the business 
of selling phonographs and phonograph supplies made the man¬ 
ufacturing licensee under said patents, the Edison phonograph 
works, and it still is so engaged. 

2. Prior to May 1, 1899, the date of the filing by your relator of a 
petition to the Commissioner of Patents hereinafter referred to, your 
relator was informed by one Leon F. Douglass of Chicago, Illi- 

2 nois, that he had then recently applied for a patent on an al¬ 
leged invention relating to phonographs, which alleged in¬ 
vention consisted in operating a phonograph at a higher speed than 
was at that time customarily employed by users of the phonograph. 
The said Douglass also informed your relator at the same time that 
his said application for patent had become involved or was likely to 
become involved in an interference with an application for patent 
on the same invention then recently filed by Thomas H. Macdonald 
of Bridgeport, Connecticut, and assigned to the American Grapho- 
phpne Company. Your relator at the time of receiving this infor¬ 
mation from the said Douglass had been for some time engaged in 
the selling of phonographs known by the trade name of “Edison 
concert phonograph ” manufactured for it by its manufacturing 
licensee, the Edison phonograph works, and particularly designed 
to operate at this higher speed. Your relator and its said manu¬ 
facturing licensee had invested a large sum of money in the said 
business, believing and being advised that their legal right to manu¬ 
facture and sell such phonographs was beyond question, and that 
the}’’ were fully protected in doing so by the Edison patents which 
your relator owned. Your relator was further advised that no 
valid patent could be secured by either the said Douglass or tlie 
said Macdonald or by any other person on the said alleged in¬ 
vention, because the standard phonographs wliich had been 
manufactured by the said manufacturing licensee and sold by 
your relator and its predecessors in interest since the year 1889 
bad been adapted by adjustment of their speed-regulators to 
operate at the high speed which was claimed to consti¬ 
tute said alleged invention, and had been so publicly 

3 operated by users of such standard phonographs and by 
your relator and its predecessor in interest, more than two 

years before the filing of applications for patents by said Douglass 
and Macdonald ; also because the “ tinfoil ” phonographs which had 
been manufactured and sold by the said Edison in the year 1877 
and later had been designed to operate and had been in fact com¬ 
monly and publicly operated at the said high speed ; also because 
the said Edison made and publicly used in the year 1895 and later 
a machine known as the “ four-hundred-thread ” machine* which 
had been designed to operate and was commonly and publicly oper¬ 
ated at the said high speed ; also because the standard graphophones 
which had been manufactured by the American Graphophone Com- 
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pany for many years had been adapted by adjustment of their speed- 
regulators to operate at said high speed and had been so publicly 
Operated by users thereof more than two years before the filing of 
the Douglass and Macdonald applications. 

In view of these and other facts known to your relator, your re¬ 
lator was advised that any patent granted upon said alleged inven¬ 
tion would not only be invalid because lacking in novelty, but also 
because of the statutory bar against the granting of a patent upon 
any invention which has been in public use or on sale more than 
two years prior to the filing of the application for the patent. 

3. Your relator further states that notwithstanding it was advised 
that it could defeat any suit brought against it or its customers on 
any patent which might be granted either to said Douglass or said 
Macdonald on said alleged invention, yet your relator well 

4 knew that the litigation of suits brought on such a patent 
would put your relator to large expense, and that the owners 

of such a patent could by advertising and otherwise intimidating 
users of your relator’s phonographs, prospective purchasers of your 
relator’s phonographs and the trade generally, greatly injure your 
relator’s business and largely destroy the value of the investment of 
your relator and its manufacturing licensee in said business; and 
particularly that the possession of such a patent by your relator’s 
competitor in business, the American Graphophone Company would 
Seriously menace the business and investment of your relator and 
its manufacturing licensee. 

Your relator was advised that the true, original and first inventor 
of said alleged invention was your relator’s assignor, the said Thomas 
A. Edison, and that to prevent tlio grant of a patent upon the same 
to said Douglass or said Macdonald, it was necessary that your rela,tor 
should either file an application for patent on said alleged invention 
in the name of said Edison and contest the question of priority of 
invention with said Douglass and Macdonald by an interference in 
the Patent Office; or that your relator should petition the Commis¬ 
sioner of Patents to institute public-use proceedings against the 
applications of said Douglass and Macdonald for the purpose of 
establisliing the existence of the statutory bar of two years’ public 
use against such applications. Your relator was advised, however, 
that the said Edison could not truthfully make the oath requipd on 
the filing of an application for patent on said alleged inven- 

5 tion, because he could not truthfully swear that said alleged 
invention had not been in public use or on sale more than 

two years prior to such application, such use having been made by 
your relator and said Edison, and being well known to him. 

Your relator, although, by reason of its ownership, of the inven¬ 
tions of said Edison relating to phonographs, entitled to a patent for 
its own benefit upon said alleged invention if such a patent could 
be lawfully granted at all, yet, because of the existence of said stat¬ 
utory bar, your relator was prevented not only from securing such 
patent for its own benefiti but also from filing an application for 
such patent, and by means of an interference preventing either the 
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said Douglass or the said Macdonald from securing such patent 
Your relator was advised that the only lawful course open to it, to 
prevent the threatened grant of a patent on said alleged invention 
to said Douglass or Macdonald was to petition the Commissioner of 
Patents to institute public-use proceedings. 

4. In the year 1883, there was established in the Patent Office the 
practice of determining by contested int&t' partes proceedings, the 
question as to whether or not the granting of a patent upon a pend¬ 
ing application was barred under section 4886 of the Revised Stat¬ 
utes by public use in this country for*two years prior to the filing 
of the application for patents, of the invention described and claimed 
in such application, when a prima fade case of such public use had 
been made out by affidavits. This practice was based upon the de¬ 
cision of the supreme court of the District of Columbia in Ex 

6 parte Von Heffher-Alteneck, which was decided in December 
1882 (23 0. G., 269; C. D. 1883. p. 139), and was established 

by a decision of the Commissioner of Patents in the same case, dated 
February 6,1883 (23 0. G., 2233; C. D. 1883 p, 33), approved by the 
Secretary of the Interior on appeal, April 17,1883 (23 O. G., 2233 ; 
C. D. 1883, p. 114). The practice thus established has been followed 
by the Patent Office in subsequent cases. See Ex parte Finch, C. D. 
1887, p. 96. 

The practice thus established provided for a contested inte^* partes 
proceeding between a petitioner protesting against the granting of a 
patent, and showing by affidavits a prima fade case of public use, 
and the applicant for a patent, which proceeding was conducted in 
accordance with the practice in interference cases as defined by the 
rules of Practice of the Patent Office; and on points to which such 
rules are not applicable, in conformity as near as possible to the 
practice of the United States courts in equity proceedings; and in¬ 
cluded the trial of such case as a contested case before the examiner 
of interferences, with the right to appeal as in interference cases. 
That practice having been established by the Commissioner of Pat¬ 
ents, with the approval of the Secretary of the Interior, as provided 
for in section 483 of the Revised Statutes, has the force of law, and 
is binding upon the Commissioner of Patents, making it obligatory 
upon him, after determining that a public-use proceeding should be 
instituted, to refer the papers to the examiner of interferences and 
have said proceeding conducted as a contested case and in accord¬ 
ance with the practice in interference cases. 

7 V. On May 1,1899, your relator filed with Charles H. Duell, 
then Commissioner of Patents,and the predecessor in office of 

the respondent, a petition supported by affidavits alleging that the in¬ 
vention sought to be patented by the applications of the said Doug¬ 
lass and Macdonald had been in public use in this country since the 
year 1877, being more than two years before the filing of the said 
applications, and praying that proceedings be instituted to deter¬ 
mine the issue thus raised. A copy of said petition and accom¬ 
panying affidavits is appended hereto and marked Exhibit A.” 
The said petition was referred to the primary examiner having 
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charge of the class of phonographs, and on May 11,1899, as the result 
of an informal hearing before the primary examiner, your relator 
filed an additional affidavit of Thomas A. Edison, elaborating the 
facts as to one of the items of proof; a copy of which affidavit and 
the accompanying letter transtnitting the same to the Patent Office is 
appended hereto and marked Exhibit B.” 

6. On June 7, 1899, the primary examiner made a report on said 
petition to the said Charles H. Duell, Commissioner of Patents, 
(copy attached) marked Exhibit “ C ”) finding that a 'prima facie case 
of public use had been madebut, and “recommending that public- 
use proceedings be instituted to determine whether any device cov¬ 
ered by Douglass’ claim one has been in public use more than two 
years prior to Douglass’ application.” No reference was made in 
this report to the Macdonald application, although that application 
was referred to in said petition; but it appears by the decision of 
the said Charles H. Duell, dated .June 30,1899, about to be referred 

to, that at the time the primary examiner made this report 

8 “ he called the Commissioner’s attention to the fact that an¬ 
other application, filed by Thomas H. Macdonald, disclosed 

substantially the same invention as that claimed by Douglass, and 
that one of Macdonald’s claims had been suggested to Douglass, who 
had incorporated it in his case, and he recommended that if public- 
use proceedings were instituted by the Commissioner, Macdonald 
should be notified.” 

7. On June 10, 1899, the said Charles H. Duell, Commissioner of 
Patents, issued an order directed to said Douglass, requesting him 
to show cause why public-use proceedings should not be instituted 
against his application, the hearing on said order being fixed for 
June 22,1899. A copy of said order vras transmitted by letter to 
your relator. A copy of said order and letter is appended, and 
marked “ Exhibit D.” At the hearing on said order, counsel were 
heard on behalf of said Douglass, on behalf of the American Graph- 
ophone Company, the owner of the invention of the said Macdonald, 
and on behalf of your relator. And on June 30, 1899, the said 
Charles H. Duell decided that while your relator had made out a 
'prima facie case for the institution of such public-use proceedings, 
yet on account of the pending interference between the said appli¬ 
cations of Douglass and Macdonald, “ such public-use proceedings 
should not be instituted until the said interference should be de¬ 
clared, so that the parties can inspect each other’s applications, and 
the extent of the proceeding may be more intelligently determined ; ” 
as appears by a copy of the said decision attached hereto and marked 

“ Exhibit E.” 

9 8. On July 18,1899, the said interference between Doug¬ 
lass and Macdonald having proceeded to the stage contem¬ 
plated by the said Commissioner in his decision of June 30, 1899, 
the said Commissioner instituted public-use proceedings against the 
Douglass application on your relator’s petition, and set times for the 
taking of testimony. A copy of this decision was forwarded to 

* your relator with a letter requesting your relator to furnish the 



6 THE U. S. OF AMIfiUIOA ON HICLATION OP NAT. PHONOGRAPH 

opposing parties and the Patent Office with the names and addresses 
of the witnesses, and the place where the examination would be 
conducted by your relator, and also requesting your relator to send 
fifty dollars to pay the expenses of the officer detailed to represent 
the Patent Office in conducting the proceedings. A copy of said 
decision of the said Commissioner, dated July 18, 1899, and the 
letter referred to, is appended hereto, marked “ Exhibit F.” 

9. Your relator complied with the terms of the last-mentioned 
decision and letter of the said Commissioner, but before the taking 
of testimony had begun, further proceedings in said public-use case 
were suspended by the said Commissioner to await the decision in 
the interference case between Douglass and Macdonald. 

10. On January 30,1901, your relator having been informed that 

the interference between Douglass and Macdonald had been finally 
decided in favor of Macdonald, and being advised that the public- 
use proceedings directed against the application of Douglass pre¬ 
sented only a moot question, because of the decision adverse to said 

Douglass in said interference, your relator moved the said 

10 Charles H. Duell, Commissioner of Patents, to reform said 

public-use proceedings b}'^ including the said Macdonald ap¬ 

plication therein, and further that your relator should be allowed, 
through its attorneys, to examine the said Macdonald application 
and the said interference proceedings, and be furnislied by the Pat¬ 
ent Office with copies of such portions thereof as it might desire, a 
copy of said motion being annexed and marked “ Exhibit A 
hearing having been had upon said motion, at which all parties in¬ 
terested were represented by counsel, the said Charles H. Duell, 
Commissioner of Patents, on February 11,1901, rendered a decision 
substituting tlie Macdonald application for the Douglass application 
in said public-use proceedings, but denying your relator’s motion 
for access to and copies of the said Macdonald application and the 
interference proceedings. x4 copy of said decision of the said Com¬ 
missioner is attached hereto and marked “ Exhibit H.” 

11. Your relator thereupon filed a petition in the office of the Sec¬ 
retary of the Interior, praying that the decision of the Commissioner 
of Patents of February 11,1901, be reviewed so fiir as said decision 
denied your relator’s right to examine and take copies of the said 
Macdonald application and said interference proceedings. Said pe¬ 
tition was held by the Secretary of the Interior until December 5, 
1901, when it was dismissed for want of jurisdiction. 

12. During the pendency of the said petition in the office of the Sec¬ 
retary of the Interior, the said Charles H. Duell was succeeded as Com¬ 
mission- of Patents by the respondent, the said Frederick I. Allen. 

Your relator, on January 2, 1902, moved the said Frederick 

11 1. Allen, Commissioner of Patents, in said public-use pro¬ 
ceedings, to transmit the Macdonald file and the other papers 

in said proceeding, to the examiner of interferences, with the direc¬ 
tion to proceed with the case in accordance with the rules in inter¬ 
ference cases, and under the practice established in the Alteneck 
case, a copy of said motion being annexed, and marked “ Exhibit 
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I.” At the same time, counsel for the said Macdonald moved the 
said Commissioner of Patents to set aside said public-use proceed¬ 
ings and issue the patent upon the Macdonald application. After a 
hearing upon both the said motions, the said Commissioner of 
Patents, on January 24, 1902, rendered a decision denying Mac-? 
donald^s motion to issue his patent, also denying your relator’s 
motion already referred to, and ordering that the taking of testimony 
in said public-use proceeding begin at a day named. A copy of 
said decision of the said Commissioner is attached, and marked 
Exhibit J.” 

13. Your relator further shows that by said decision of January 
24,1902, the said Commissioner of Patents has refused to follow the 
practice established under the statute with the approval of the 
Secretary of the Interior in the Alteneck case, and has decided that 
the puhlic-use proceeding against the Macdonald application based 
upon your relator’s petition shall not be conducted as a contested 
case or under the rules in interference cases, but shall be conducted 
as an investigation in which your relator has no standing as a party, 
but is permitted only to furnish witnesses to the facts alleged in 

3?<)ur relator’s petition ; and it further appears from said de- 

12 cision that this anomalous proceeding proposed by the said 
Commissioner of Patents is one pending in his personal 

office, which is not organized as a trial court, as is the office of the 
examiner of interferences, but under the rules of practice is a court 
having appellate jurisdiction only. And it further appears that 
your relator, even after said testimony is furnished, may not be 
permitted to be represented by counsel upon the hearing upon said 
testimon}’^, and will not be permitted to examine the said Macdonald 
application or show the pertinancy of said testimony upon the issue 
raised by the said proceeding, namely, whether or not the invention 
described in the said Macdonald application was in public use more 
than two years before the filing of said application, and will not 
have any of the other rights of a party to a contested proceeding in 
the Patent Office. 

14. Your relator further shows that by the said decision of January 
24th, 1902, a copy of which is the aforesaid Exhibit J, the said Com¬ 
missioner ordered That the taking of testimony in support of the 
allegation of public use begin on Monday, February 3rd, 1902, or if 
the witnesses cannot be produced at that time upon some day dur¬ 
ing the week then commencing, to be fixed by the protestant, and 
that it shall be completed with the utmost diligence. The National 
Phonograph Company will at once notify this office and Macdonald 
of the names of the witnesses and the place where they will he pro¬ 
duced for examination during the week stated. Upon its failure to 
do so, it will be assumed that it is no longer willing to assist this 
office in the investigation, and the action upon Macdonald’s appli¬ 
cation will be governed accordingly. John M. Coit, law 

13 clerk, is detailed to represent the office and conduct the pro¬ 
ceedings.” 

Your relator further avers, upon information* and belief, that this 




8 THE H. S. OE AMERIcA OH RELATION OE NAT. PHONOORAPH 

order wassent by the said Commissioner to Leonard H. Dyer, Esquire, 
the Washington representative of counsel for the National Phono¬ 
graph Company, by mail, and was not received by him until the 
27th day of January, 1902, which was Monday. Thereupon the 
said Leonard H. Dyer at once communicated with Richard N. Dyer, 
Esquire, the patent counsel of the National Phonograph Company 
in the city of New York, and who had charge of said public-use 
proceedings for the National Phonograph Company. The said 
Richard N. Dyer, in consequence of illness, was unable to take im¬ 
mediate action with respect to the matter of the said order; but on 
Friday, the 31st day of January, at his instance, the said Leonard 
H. Dyer notified the said John M. Coit, referred to in the said order, 
of the illness of the said Richard N, Dyer, and that he, the said 
Richard N. Dyer, would call at the office of the said Commissioner 
on the following Monday, February 3rd, when he would inform the 
said Commissioner as to what action he proposed to take in the 
premises. On Monday, the 3rd of February, the said Richard N. 
Dyer accordingly called at the office of the said Commissioner of 
Patents, and informed him that he had consulted local counsel with 
respect to the rightful status of the National Phonograph Company 
in the pending public-use proceeding, and that the said company 
had retained counsel for the purpose of applying to the supreme 
court of the District of Columbia for a writ of mandamus to compel 
him, the said Commissioner, to recognize the right of the said com¬ 
pany as an active participant in the said public-use pro- 
14 ceeding upon the analogy of an interference proceeding, in 
accordance with the long-standing practice of the said office 
hereinbefore set forth. The said Richard N. Dyer then and there 
further informed the said Commissioner that a petition for the said 
writ was in course of preparation, and would certainly be filed within 
the week beginning February 3rd; further, that according to his, 
the said Dyer’s, understanding of the said order of January 24th, 
the said company had the whole of the said week beginning Febru¬ 
ary 3rd wherein to take action, and that he would take it for 
granted that if application for a mandamus were made within the 
§aid week, it would be in time to anticipate any further action of 
the Patent Office in the public-use proceeding. To this the Com¬ 
missioner apparently assented, and remarked to the said Dyer, that 
“ he considered the question to be raised by the mandamus pro¬ 
ceedings a very interesting one, and one which he would like to see 
finally settled.” Thereupon the said Dyer left the office and had no 
further communication with the said Commissioner. The petition 
for mandamus was then accordingly prepared and was taken to 
Orange, New Jersey, on Tuesday, the 4th of February instant, for the 
purpose of having the same verified by the aforesaid National Phono¬ 
graph Company, which has its principal office at the said place. The 
aforesaid conversation between the said Commissioner and the said 
Richard N. Dyer occurred in the presence of the said Leonard H. 
Dyer, whose affidavit to that effect, together with the affidavit of the 
said Richard N. DyeV, is herewith filed, marked Exhibit K. 
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15 15. And the relator further shows to the court, upon infor¬ 

mation and belief, that nothing further was heard either from 
the said Commissioner or from the said Coit until Thursday, the 6th 
day of February instant, when the said Leonard H. Dyer received 
through the mail from the said Commissioner of Patents what pur¬ 
ported to be a copy of an order issued by the said Commissioner, 
and which, after reciting the language of the aforesaid order of Jan¬ 
uary 24th, 1902, to the following effect: 

The National Phonograph Company will at once notify this office 
and Macdonald of the names of the witnesses and the place where 
they will be produced for examination during the week stated. 
Upon its failure to do so, it will be assumed that it is no longer will¬ 
ing to assist this office in the investigation, and the action upon 
Macdonald’s application will be governed accordingly,” proceeded 
as follows: 


“ The National Phonograph Company has not complied with this 
order; and since it is apparently not willing to produce the wit¬ 
nesses to the alleged public use for examination, a continuation of 
the investigation is impractical. The order constituting the public- 
use proceeding is set aside, and Macdonald’s application is remanded 
to the primary examiner for consideration and action. 

F. I. ALLEN, 

Commissioner. 

February 5,1902.” 

All of which will more fully appear from the copy of the ^id 
order marked Exhibit L which is herewith filed, and prayed to be 
read as part hereof. 

16. While your relator does not intend to charge the said Com¬ 
missioner with any fraudulent intent or wrongful purpose in 

.16 issuing the said order last hereinbefore referred to, neverthe¬ 
less he does aver that the issuance of the said order under 
the circumstances hereinbefore set forth, and especially in view of 
the words uttered by the said Commissioner in repl}^ to the state¬ 
ment that mandamus proceedings were contemplated, and that the 
papers concerning the same were in preparation for filing, constitute 
a fraud in law upon the rights of your relator, and an attempt to 
deprive your relator of legal rights which had been constituted by 
the declaration of the aforesaid public-use proceedings, and of which 
he cannot be divested by the aforesaid ex parte, arbitrary and illegal 
order of the said Commissioner. 

17. Your relator further charges that he has no relief in the prem¬ 
ises save by a writ of mandamus, and that as he is advised by counsel 
an appeal or a writ of error will not lie from the action of the said 
Commissioner, respondent, to any superior tribunal. Further, your 
relator shows that the action of the said respondent in the premises 
is a matter of public concern, and one occurring in the administra¬ 
tion of justice. Your relator therefore prays that this honorable 
court will, by its writ of mandamus, command the said respondent 
the said Frederick I. Allen, Commissioner of Patents as aforesaid, 

2—1257a 
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to fortliwith reinstate the aforesaid public-use proceeding, and hav¬ 
ing so done to grant to your relator the rights of a party in interest 
in said public-use proceeding, and to conduct said proceeding as a 
contested case under the practice prevailing in the aforesaid 
17 office, in accordance with the decision in the Alteneck case 
hereinbefore referred to. 

NATIONAL PHONOGRAPH CO., 
By WILLIAM E. GILMORE, [seal.] 

President 

LEONARD H. DYER, 

RICH^D N. DYER, 

R. ROSS PERRY and SON, 

Attorneys for Relator, 


District of Columbia, ss : 


I, William E. Gilmore, do solemnly swear that I am the same 
person who has signed the foregoing petition as president of The 
National Phonograph Company, the relator therein, and that I am 
such president and have authority from the said corporation to sign 
the said petition and verify the same; further, that I have read the 
foregoing petition, and know the contents thereof; that the matters 
therein stated of my own knowledge are true, and that those therein 
stated on information and belief I believe to be true. Further, that 
the corporate seal hereto attached is the true corporate seal of the 
saic^relator, The National Phonograph Com pan v. 

WILLIAM E. GILMORE. 


Subscribed and sworn to before me this 7tli day of February, 
A. D. 1902. 


J. R. YOUNG, Clerk, 

By L. P. WILLIAMS. AssH CVk. 


18 ExHiBrT A. 

Piled February 7,1902. 

In the United States Patent Office. 

In the Matter of the Application of the National Phonograph Com¬ 
pany of Orange, New Jersey, Requesting the Institution of Public- 
use Proceedings. On Petition. No. 45225. 

To the honorable Commissioner of Patents: 

Your petitioner. National Phonograph Company, respectfully rep¬ 
resents : 

1. Your petitioner is a corporation organized under the laws of 
the State of New Jersey, liaving its principal place of business at 
Orange, in the county of Essex, in said State. 

2. Your petitioner is the owner of the patents of Thomas A. Edi 
son relating to phonographs, and it and its predecessors in interes 
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have since 1889 been engaged in the business of selling phonographs 
and phonograph supplies made hy the manufacturing licensee under 
said patents, the Edison phonograph works. 

3. Your petitioner is at the present time engaged in the sale of 
concert phonographs made by its licensee the Edison phonograph 
works, and w’herein is used a soap blank having a diameter of five 
inches, a length of 4.25 inches and operated at a normal shaft speed 
of from one hundred to one hundred and twenty turns per minute, 
thus giving the surface speed to the blank ranging from 1570.8 

19 to 1884.96 inches per minute. 

4. Your petitioner is informed and believes that certain of 
its competitors or their assignors are seeking to secure a patent on a 
phonograph employing a waxlike record blank of an abnormally 
large diameter operated at or about the usual shaft speed of from 
100 to 120 turns per minute, whereby a greater surface speed will 
be secured than is usually employed in the operation of the Stand¬ 
ard phonographs at a corresponding shaft speed, the increased sur¬ 
face speed so obtained necessarily resulting in louder and clearer 
reproduction. 

5. Your petitioner respectfully represents that the grant of a pat¬ 
ent on a phonograph, employing a large blank operated at a-proxi- 
mately the usual shaft speed, would result in the subjection of your 
petitioner to the possibility of a suit for infringement, thereby put¬ 
ting your petitioner to great annoyance and expense, and to possible 
i rreparabl e i nj u ry. 

6. Your petitioner respectfully represents that from the affidavits 
of Thomas A. Edison, William E. Gilmore, Walter H. Miller, Charles 
Wurth and John F. Ott filed herewith and made a part hereof, it 
appears to have been well recognized in the phonographic art that 
the advantages resulting from the use of high surface speed of pho¬ 
nograph blanks were recognized as early as 1877, and that phono¬ 
graph blanks have been made of varying diameters and have been 
operated at varying shaft speeds with the point in view of securing 

superior reproduction both in loudness and clearness. 

20 7. Your petitioner respectfully represents that in view of 
the public knowledge indicated by these affidavits, a patent 

on a phonograph having a large waxlike blank operated at or 
about the usual shaft speed should not be granted by the Patent 
Office, as it clearly covers only the recognized knowledge of a skilled 
person and does not cover a patentable invention. 

8. Your petitioner furthermore represents that from the affidavits 
in question, it appears that phonographs using record blanks rang¬ 
ing from six and one-half to seven inches and operated at shaft 
speeds of about one hundred and twenty-five rotations per minute 
were made and sold in this country, and were in public use in this 
country at as early a date as 1877, and that phonographs having wax¬ 
like record blanks capable of being operated at a high surface speed 
have been made and sold in this country and have been in public 
use in this country for more than ten 3 ^ears. Said affidavits also 
show that as early as 1896, a phonograph using wax-like record 
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blanks having a diameter of seven inches and operated at a shaft 
speed of one hundred and twenty-five rotations per iniuute, was 
made and exhibited in this country and was witnessed by a large 
number of persons. 

Wherefore, your petitioner prays: 

1. That proceedings may be instituted by the Patent Office, but 
at the expense of your petitioner, to determine the truth of the facts 
above presented, and of the facts alleged in the affidavits in ques¬ 
tion, in order that such information may be brought properly 

21 to the attention of the Patent Office as will show not only that 
a claim on a phonograph emplo^dng a large wax-like blank 

operated at approximately the usual shaft speed, is unpatentable, 
but that it covers apparatus which has been long in public use. 

2. If a novelty of a proceeding to investigate the state of the art, 
in addition to determining the question of public use, is considered 
a reason for the refusal of such an inquiry as above requested, then 
your petitioner requests that the office may institute public-use pro¬ 
ceedings in connection with this matter to determine the truth of 
the assertion above made and contained in said affidavits, that as a 
matter of fact, phonographs have abnormally large blanks operated at 
approximately the usual shaft speed, and phonographs having wax¬ 
like blanks operated at very high surface speeds, have been in public 
use and on sale and have been used and sold in this country for 
more than ten years past. 

3. Your petitioner respectfully requests that the office may desig¬ 
nate as persons, by whom the testimony as to public use or as to 
public use and prior knowledge is to be taken, its attorneys, Messrs. 
Dyer, Edmonds & Dyer, a firm composed of Richard N. Dyer, 
Samuel 0, Edmonds and Frank L. Dyer of No. 31 Nassau street, 
New York city. 

4. It is requested as a matter of right and fairness, that full op¬ 
portunity be given any person directly interested in the determina¬ 
tion of these questions to cross-examine any witnesses who may be 
produced, due notice of the examination of such witnesses to be 

given to such opposing parties. 

22 And your petitioner will ever pray, &c. 

Respectful l 3 ^ 

NATIONAL PHONOGRAPH COMPANY, 
By WALTER S. MALLORY, Preddent. 


State of New Jersey, 
County of EsseXj 


} 


ss: 


Walter S. Mallory, having been duly sworn, on oath doth depose 
and say, that he is president of the National Phonograph Com¬ 
pany, the petitioner above named ; that he has read the above peti¬ 
tion, and that the same is true of his own knowledge except as to 
such matters as are stated on information and belief, and as to such 
matters he believes it to be true. 


WALTER S. MALLORY. 
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Subscribed and sworn to before me this 14th day of April, 1899. 

J. F. RANDOLPH, 

[seal.] Notary Pablic for New Jersey. 


23 Affidavit of William E. Oilmore. 

In the United States Patent Office. 

In the Matter of the Application of The National Phonograph Com¬ 
pany of Orange, New Jersey, Requesting the Institution of Public- 
use Proceedings. On Petition. 

State of New Jersey, \ . 

County of Essexj ( ’ 

William E. Gilmore, being first duly sworn, on oath doth depose 
and say as follows ; 

I am the general manager of the National Phonograph Company, 
the above-named petitioner, which company is the owner of the 
patent^ of Thomas A. Edison relating to phonographs, and is en¬ 
gaged in the sale of phonographs made by its licensee the Edison 
Phonograph Works, and in the commercial exploitation of the 
phonograph. On March 16, 1899, Leon F. Douglass of Chicago, 
Illinois, called at my office at Orange, New Jersey, and informed 
me that he had filed an application for a patent on a phonograph 
having a wax-like record blank of abnormally large diameter, 
operated at the usual shaft speed of from 100 to 120 turns per 
minute; that on such machine a claim had been allowed by the 
Patent Office; but that the said application had become involved 
in an interference controvers}’^ with an application for the 
same device, filed by Thomas H. Macdonald, and assigned to 
the American Graphophone Company. This information was 
communicated to me by Mr. Douglass freely, without reservation 
and without any conditions whatever. In this interview, 

24 Mr. Douglass showed me a paper which he stated was a copy 
of the specification and claims forming a part of his said ap-. 

plication; and particularly identified the claim which he informed 
me had been allowed by the Patent Office. I thereupon requested 
Mr. Douglass to permit me to copy the said allowed claim, which 
request was granted absolutely and without condition. In the pres¬ 
ence of Mr. Douglass and in conformity with his offer, I then made 
a shorthand copy of said allowed claim and immediately transcribed 
my shorthand notes. The said claim which Mr. Douglass informed 
me was allowed by the Patent Office, is as follows: 

“ The combination with a large sound-record blank or cylinder of 
a wax-like composition, of, say, substantially six inches in diameter, 
of a talking instrument and a motor for rotating the large sound- 
record cylinder or blank at the usual or customary speed of 100 or 
120 revolutions per minute, whereby the volume, clearness, distinct¬ 
ness and naturalness of the speech, vocal music, instrumental music 
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or other sounds recorded or reproduced are greatly increased, sub¬ 
stantially as specified.” 

WILLIAM E. GILMORE. 

Sworn to before me this 14tb day of April, 1899. 

J. F. RANDOLPH, 

Notary Public for New Jersey. 


25 Affidavit of Thomas A. Edison. 

In the United States Patent Ofiice. 


In the Matter of the Application of the National Phonograph 
Company of Orange, New Jersey, Requesting the Institution of 
Public-use Proceedings. On Petition. 

State of New Jersey, \ 

County of Essex, J ^ ‘ 


Thomas A. Edison, being duly sworn, on oath doth depose and 
say as follows: 

I am the inventor of the phonograph. The phonograph as de¬ 
vised by me in 1877 and manufactured and sold during succeeding 
years comprised, in the large machine, a cylinder about 6J inches 
in diameter, mounted on a shaft having a thread cut on a portion 
of its length and a handle at the other end for rotating it. A dia¬ 
phragm was used, carrying a chisel point. A groove was generally 
cut in the periphery of the cjdinder, corresponding in pitch to the 
screw on the shaft, the latter engaging with a stationary nut, whereby 
when the shaft was rotated the cylinder would be moved laterally with 
respect to the chisel point on the diaphragm. With the original 
phonographs, the customary practice was to cover the cylinder with 
a sheet of tinfoil, on which would be recorded the vibrations of the 
diaphragm. The construction and operation of the original pho¬ 
nograph are familiar to most persons and have been described in 
many text books, publications and patents. The usual shaft 
26 speed of the original phonograph was about 125 turns per 
minute, giving a surface speed of the recording surface of not 
far from 2,500 inches per minute. With a surface speed of this rate, 
ample opportunity was given for the distinct formation of the 
irregularities of the record, irrespective of pitch, and in consequence, 
the reproductions of tlie original phonograph were extremely loud, 
much louder, in fact, than any phonograph at present on the 
market. As a matter of fact, the original phonograph was designed 
essentially as a talking machine and was used almost entirely for 
exhibition purposes, its reproductions being sufficient to be heard 
easily throughout the entire portion of large halls, lecture-rooms 
and other auditoriums. 

Since with all phonographs and other talking machines operated 
upon the same principle, Hie record is formed liy the production in 
or upon the recording surface of waves or depressions correspond*- 
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ing to the original vibrations, I found as early as 1877, from experi¬ 
ment and microscopical examinations, that these waves or depres¬ 
sions would be formed more perfectly and that the reproduction 
would be better and louder, if they were allowed to extend over a 
relatively great lengtli of surface. Consequently, I made my origi¬ 
nal phonograph with a large blank and a high surface speed, be¬ 
cause I wanted to secure an instrument capable of loud reproduc¬ 
tion and suited for exhibition purposes. 

About the year 1887, the original graphophones were put on the 
market. In these machines, paper blanks having a waxlike coat¬ 
ing were used, the blanks being 1.25 inches in diameter and 6 
inches long, with a pitch of 160 threads per inch and a usual 

27 shaft speed of about 200 turns per minute. At this shaft 
speed, the surface speed of these blanks was 785.4 inches per 

minute, somewhat lower than that used in the present Standard 
phonographs, while the length of the record groove was 3,769.92 
inches. Owing to the low surface speed, to the objectionable char¬ 
acter of the recording surface, and to the crudeness of the recording 
and reproducing devices, the reproductions secured with the old 
graphophones were very faint and obscure. 

Prior to 1887,1 continued the experiments which had been con¬ 
ducted by me at the time of the invention of the original phono¬ 
graph in the use of recording surfaces of a waxlike material, and 
as a result of these experiments I invented the present recording 
cylinders, composed of an amorphous, coherent, hard, brittle, non- 
viscid material, such as a metallic soap. These experiments re¬ 
sulted, also, in the production of the modern commercial phono¬ 
graph, with its detailed improvements relating to the recording and 
reproducing devices, its general make-up, motor, governor &c. By 
reason of these improvements, in the character of the record sur¬ 
faces and in the construction of the recording and reproducing de¬ 
vices, and furthermore, by using separate and distinct recording and 
reproducing devices, each fitted particularly for its special work, the 
loudness and clearness of the records and the durability of such 
records were very greatly advanced. 

In 1887,1 adopted the present standard-size phonograph blank, 
of an external diameter of 2.1875 inches, a length of 4.25 inches, 
and with a pitch of 100 per inch. My reasons for adopting a 
standard blank of this size were that it presented in a minimum 
bulk a sufficient area for the making of a phonograph record 

28 of average length, without necessitating too fine a pitch as 
to be liable to become injured in the exigencies of use by 

more or less unskilled persons. A blank of this size enabled me to 
make ray phonographs of a neat and substantial construction, while 
the blanks were of sufficient mass as to be strong enough to with¬ 
stand the ordinary usage. I designed the Standard phonographs 
particularly for office work in the dictation of correspondence, and 
naving adopted, for the more or less arbitrary reasons stated, a 
blank of the size indicated, I found that by turning it at a speed of 
about 100 rotations per minute I was enabled to secure records of 
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letters of an average length, which records could be reproduced 
clearly and satisfactorily by the employment of listening tubes. 
When used with listening tubes, the records secured on the standard 
blanks operated at a shaft speed of about 120 turns per minute, were, 
and are still, sufficiently loud for the purposes for which these 
machines were particularly designed. 

The perfected Standard phonographs were first brought out about 
the year 1889, and were provided with electric motors having cen¬ 
trifugal governing devices, by which the surface speed of the blank 
could be varied within wide limits, or, in other words, from about 
50 to 300 rotations per minute. The standard-sized phonograph 
blanks adopted by me in 1887* with a pitch of 100 threads per inch 
and a usual shaft speed of about 120 turns per minute, have been 
adopted by my competitors in the phonograph business and now 
constitute the usual standard in this art. 

In September, 1888,1 commenced the manufacture of doll phono¬ 
graphs having soap record blanks 3 inches in diameter, adapted to 
be operated at a shaft speed of about 120 turns. These phouo- 

29 graphs were made and sold in 1888 and subsequently thereto. 
The increase in the diameter of the phonographs from 2.1875 

inches to 3 inches resulted in an increase in the surface speed of 
from 824.67 to 1130.976 inches per minute. These doll phonographs 
were capable of reproducing, and did reproduce, loudly, but owing 
to the fact that the reproducing device used with them was cheap 
and simple, the reproduction was not as clear as it would have been 
if the present floating-weight reproducer had been used. 

In 1890,1 constructed a large number of phonographs of the type 
described in my patent No. 610,706, dated September 13,1898, which 
instruments were shipped to Great Britain. With these machines, a 
standard soap blank was ordinarily used, but the machine was 
adapted to receive a small mailing blank only .75 inches in diam¬ 
eter, with a length of 3.875 inches. For the making of commercial 
records adapted to be transcribed on the typewriter, the standard 
blank was used, the reproductions through the listening tubes being 
loud enough and clear enough for this purpose, while for mailing 
purposes the records were produced on the small blanks for trans¬ 
mission through the mails and the reproduction was sufficiently loud 
and clear through the listening tubes as to suit the purposes of 
private, confidential correspondence. With these machines, the re¬ 
production was always superior, both in loudness and quality, with 
the standard blanks "than with the mailing blanks, the shaft speed 
in each instance being assumed to be the same, since the surface 
speed of the former (824.67 inches) was almost three times that of 
the latter (282.744 inches). 

In 1895,1 constructed at my laboratory at Orange, N. J., a ma¬ 
chine of a new type, which I call my ** 400-thread machine,” 

30 and which has been viewed and examined by alai*genumber 
of persons. In this machine, a phonogram 2.75 inches in 

diameter and 6.50 inches in length is employed. By a change in 
the gearing, the pitch of the record grooves has been varied to from 
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200 to 320 and to 400 threads per inch ; the shaft speed has varied 
from 150 to 250 turns per minute, but has almost always, in my ex¬ 
periments, been confined to about 200 turns per minute, giving a 
surface speed of the record surface of 1727.88 inches per minute, or 
more than double that of the standard blank at 120 revolutions per 
minute. By reason of the increased surface speed, the reproduc¬ 
tions have been of a very superior order, both in loudness and 
quality, while by reason of the fineness in pitch, the phonograms are 
adapted for the reception of records of unusual lengths. The 400- 
thread machine is at present in use in my laboratory, records are 
frequently made thereon and visitors are allowed the opportunity 
of hearing its reproductions. 

In March, 1896, in order that the capacity of mj old tinfoil phono¬ 
graph for use with soap blanks might be determined, I made a num¬ 
ber of soap blanks, having an external diameter of 7 inches and a 
length of two inches, which were placed on the old tinfoil machines 
and records secured thereon, the pitch being, as originally, 25 
threads per inch and the speed being 125 turns per minute. With 
a blank of this diameter and at the shaft speed indicated, a surface 
speed of 2748.9 inches per minute was secured, a higher speed than 
any used at the present time. With the tinfoil machine having a 
soap blank, the chisel point served to cut or gouge out a record, in 
the same way as in the modern instruments. The reproduc- 
31 tions secured was extremely loud in character, although the 
clearness of the reproduction was necessarily limited by rea¬ 
son of the crudeness of the machine and of the fact that the record¬ 
ing device was also used in effecting the reproduction. So far as I 
know, these blanks which were made by me in 1896, having a diam¬ 
eter of 7 inches, were the largest phonograms which have ever been 
made and exhibited. The mold in which these blanks were made 
is still in my possession. 

After the Standard phonographs were brought out by me in 1889, 
a public demand arose for musical records, and at the present time 
the phonographs are used almost entirely for this purpose. With 
standard blanks operated at a shaft speed of about 120 turns per 
minute, I found that a record groove of sufficient length was secured 
to enable ordinary musical compositions to be recorded, and when 
the reproduction was heard through listening tubes it was entirely 
satisfactory. The demand of the public has, however, during recent 
years, been towards the production of a phonograph for exhibition 
purposes wherein the reproductions of intricate musical composi¬ 
tions would be heard through a horn, and to this end, therefore, it 
became necessary to make a phonograph which, while having a suf¬ 
ficiently high surface speed, would have a record groove long enough 
for an ordinar}’^ musical composition. I, therefore, determined to 
go back to my original experiments with the tinfoil phonograph, 
and to make a phonograph having a sufficiently large blank as to 
secure a high surface speed. At the present time, the National Pho¬ 
nograph Company, in which 1 am interested, is making and selling 
machines called the “ Concert phonographs,” using a soap blank of 5 
3—1257a 
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inches in diameter, 4.25 inches in length, with a pitch of 100 

32 threads per inch, and operated at a shaft speed of from 100 to 
120 turns per minute. With these machines, a surface speed 

ranging from 1570.8 to 1884.96 inches per minute is attained. At 
a shaft speed of 100 turns per minute, tlie surface speed of the Con¬ 
cert phonograph blank is less than that of the blank used by me on 
the 400-thread machine in 1895 and during the succeeding years, 
while at 120 turns per minute, the surface speed is more. By rea¬ 
son of the high surface-speed and of the character of the blank and 
recording and reproducing devices, the reproduction obtained with 
the Concert phonograph is very loud and clear. These machines 
are, therefore, adapted for exhibition purposes, in reproducing music 
with a horn. 

I have known since 1877 that the loudness and clearness of the 
reproduction depends upon the surface speed of the blank, other 
conditions of construction and operation being the same, aiid when 
the surface speed of one blank exceeds that of another, it may be 
assumed, other conditions being equal, that the reproduction of the 
former will be better than that of the latter. I have demonstrated 
this by operating a Standard phonograph at a surface speed higher 
than that of the Concert phonograph, in which case the reproduction 
of the standard machine was superior in loudness and clearness to 
that of the concert machine. 

I am informed and believe that my competitors in business are 
seeking to secure a patent on a phonograph having a waxlike blank 
of an abnormally large diameter and operated at the usual sliaft 
speed of 100 to 120 turns per minute, whereby a higher surface speed 
is secured than in the Standard phonograph operated at the same 
shaft speed. In this way, an increase in the surface speed 

33 will be secured, with a consequent louder and clearer repro¬ 
duction. I am unable to see upon what theory a patent can 

be now secured on a phonograph having a large blank operated at 
the usual shaft s[)eed, in view of my work in the art, both theoret¬ 
ically and in practice. Since 1877 I have known that an increase 
in the surface speed in a given machine resulted in better repro¬ 
duction. This is demonstrated as a matter of fact by the use by me 
of blanks for mailing purposes having a diameter of only .75 inches, 
where the reproduction should be, and is, only loud enough for 
private conversational purposes when listening tubes are used; in 
the use of blanks for doll phonographs having a diameter of 3 
inches, with a surface speed of 1130.976, where the reproduction 
should be loud enough to make a doll a salable thing on the market; 
in the 400-thread machine, where a blank of 2.75 inches is operated 
at a surface speed of 1727.88; in the Concert phonograph, where a 
blank of 5 inches is operated at surface speeds ranging from 1570.8 
to 1884.96; and in the old tinfoil machines (with tinfoil and soap 
blanks), where a blank ranging from 6.5 to 7.0 inches was operated 
at a surface speed of 2748.9. Furthermore, since I have operated 
phonograph blanks in practice and have sold phonographs wherein 
the blanks were operated at surface speeds ranging from 282.744 
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inches per minute in the mailing machine, up to 2748.9 in the tin- 
foil machine, with tinfoil records and soap. records, I do not see 
upon what theory a patent can be granted covering the operation of 
a blank at a speed intermediate of those extremes. Furthermore, 
since Standard phonographs have been made and sold since 1889 
with records capable of operation at widely diflPerent surface speeds, 
I do not believe that a patent should now be granted on a 

34 blank operated at a surface speed of which the standard ma¬ 
chine is capable. Finally, since I have operated the 400- 

' thread machine in the presence of many visitors to my laboratory 
at a surface speed of 1727.88 inches per minute, I do not believe that 
a patent should now be granted upon a phonograph wherein the 
blank is operated at a surface speed of only 1884.96 inches per 
minute, an increase of but a slight extent, assuming the blank for 
which a patent is being sought to have a diameter of 6 inches, a 
length of 4.25 inches and a pitch of 100 threads per inch. 

In order that a clear comprehension of this subject may be secured, 
I have prepared a table, which I attach hereto, giving the diameter, 
the length, the pitch, the shaft speed, the surface speed and the 
length of the record groove in the eight types of phonographs or 
graphophones to which I have referred herein, arranged in the 
order of the diameter of the blanks. From this table, it will be ob¬ 
served that the surface speed of the large-blank machine for which 
a patent is sought is slightly greater than that of the 400-thread 
machine, which in turn is slightly greater than that of the Concert 
phonograph operated at 120 turns per minute, while the length of 
the record groove of the large-blank machine (which factor deter¬ 
mines the quantity of the record composition) is about 20 % more 
than that of the Concert phonograph, but greatly below that of the 
400-thread machine. 

So far as I can determine, the phonograph for which a patent is 
being sought makes use of the ordinary soap blanks, which have 
been used on the Standard phonographs since 1889, while an 

35 increase in the surface speed is secured in the same way as 
in the old tinfoil machines, by using a blank of a large diam¬ 
eter. 

THOMAS A. EDISON. 

Subscribed and sworn to before me this 15th day of April, 1899. 

J. F. RANDOLPH, 

Notary Public for New Jersey. 
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37 Affidavit of Walter H. Miller. 

In the United States Patent Office. 

In the Matter of the Application of the National Phonograph Com¬ 
pany of Orange, New Jersey, Requesting the Institution of Public- 

use Proceedings. On Petition. 

State of New Jersey, \ 

County of Essex, J * 

Walter H. Miller, being duly sworn, on oath doth depose and 
say as follows :— 

I am in the employ of the National Phonograph Company, and 
since 1887 my time has been almost entirely consumed in the mak¬ 
ing of experiments in connection with phonographs and in practical 
and commercial work therewith. I have made many thousand 
phonographic records and have reproduced them, including the 
making and reproduction of musical records. 

In the operation of the phonograph I observed from the com¬ 
mencement of my association with this work in 1887 that with the 
same recording and reproducing instrumentalities the loudness and 
quality of musical reproduction are affected the surface speed at 
which the blank is operated. At the present time I am engaged in 
the making of musical records for the Concert phonograph, which 
machine makes use of a blank having a diameter of 5 inches, a 
length of 4.25 inches, a pitch of 100 threads per inch, and a shaft 
speed of from 100 to 120 revolutions per minute. With this ma¬ 
chine the records are louder and clearer than with the ordi- 

38 nary standard machine having a blank of 2.1875 inches, 
owing to the increase in the surface speed, since in the char¬ 
acter of the recording surfaces and of the recording and reproducing 
devices, the two machines may be assumed to be equal. 

In order to satisfy m 3 ^self that the pitch and quality of a musical 
reproduction is affected by the surface speed of the blank, other con¬ 
ditions being the same, I have recently made the following experi¬ 
ment: I secured a song record of the human voice on a Concert 
phonograph operating at a surface speed of between 1570.8 and 
1884.96, and a corresponding record of the same song produced by 
the same voice on a Standard phonograph blank having a diameter 
of 2.1875 and operated at substantially the same surface speed. 
When the two records were reproduced, I found that the reproduc¬ 
tion could not be distinguished one from the other, and that the 
reproduction on the standard blank was equal in every respect, and 
certainly in loudness and quality, to the record, on the concert 
blank, having more than double the diameter of the standard 
blank. 

I am familiar with the original Edison phonograph using a tin- 
foil record surface, and with the public experiments made by Mr. 
Edison in the use of a soap blank 7 inches in diameter with the 
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original tinfoil machine. This soap blank was used by Mr. Edison 
in March, 1896, and was operated at a shaft speed of about 125 turns 
per minute, giving a surface speed of the blank of 2748.9 inches 
per minute. Owing to the high surface speed of the old tin- 
39 foil phonograph and of the tinfoil phonograph using a soap 
blank, the reproduction secured was very loud. 

WALTER H. MILLER. 

Subscribed and sworn to before me this 15th day of April, 1899. 

J. F. RANDOLPH, 

[seal.] Notary Public of Neio Jersey. 


40 Affidavit of Charles Wurth. 

In the United States Patent Office. 

In the Matter of the Application of The National Phonograph 
Company of Orange, New Jersey, Requesting the Institution of 
Public-use Proceedings. On Petition. 

State of Nkw Jersey, 1 
County of Essex. / 

Charles Wurth, being duly sworn, on oath doth depose and say 
as follows: 

I am in theeraplo.y of Thomas A. Edison. I entered Mr. Edison^s 
laboratory in 1888, and since that time have been employed con¬ 
tinuously in making experiments in connection with phonographs 
and in practical and commercial work therewith. During that time 
I have made many thousand original and duplicate records, includ¬ 
ing musical, compositions. Since my entrance into the Edison lab¬ 
oratory I have observed that the loudness and quality of phono¬ 
graphic musical records are determined b}*^ the surface speed of the 
recording surface, it being assumed that other conditions are equal, 
and that by increasing the surface speed of a phonograph the repro¬ 
duction will be louder and clearer. 

Prior to 18901 operated the old Edison tinfoil machines, wherein 
the recording surface was more than six inches in diameter, and 
found that owing to the high surface speed the reproduction 

41 was very loud. As, however, these machines used tinfoil 
record blanks and crude and imperfect single recording and 

reproducing devices, the reproduction was not so clear as it is now 
possible to make it with the modern soap blanks and by using the 
perfected separate recording and reproducing devices. I witnessed 
the operation of one of the old tinfoil machines with wax blanks in 
March 1896, and observed that owing to the high surface speed the 
reproduction secured was of great loudness and of better quality 
than when operated at a slower surface speed. I have operated 
many of the Standard phonographs at varying surface speeds, always 
with the result of securing better results both as to loudness and 
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quality when tlie surface speed was increased, other conditions being 
the same. 

In the years 1894 and 1895 I conducted experiments with 
Standard phonographs employing blanks having a diameter of 
2.1875 and a length of 4.25, at speeds varying from 150 to 250 revo¬ 
lutions per minute, and in every instance found that the high sur¬ 
face speed rendered the musical reproduction superior in loudness 
and quality. In these experiments the pitch of the feed was varied 
from 200 to 300, to 320 and to 400 threads per inch respectively, in 
order that the same or a longer record groove might be secured with 
a standard blank operated at the abnormally high speeds indicated. 

In 1895 a machine was constructed at the Edison laboratory for 
the use of blanks having a diameter of 2.75 and a length of 6.50. 
These blanks were operated by me at that time, and have since been 
operated at a speed of about 200 revolutions per minute with pitches 
varying from 200 to 320 and to 400 threads per inch. With this 
machine I found that the increased surface speed, due both 
42 to the increase in the diameter of the blank and to the higher 
shaft speed, resulted in a corresponding increase in the loud¬ 
ness and clearness of the musical reproduction. 

I have often heard reproductions of musical records secured with 
the new Concert phonograph now made by the Edison phonograph 
works and sold by the National Phonograph Company and using 
blanks having a diameter of 5 inches, with a length of 4.25 inches, 
pitch of 100 threads, and a shaft speed of from 100 to 120 revolu¬ 
tions per minute. The superior loudness and clearness of the repro¬ 
ductions of the Concert phonograph are due to the increased surface 
speed, other conditions, such as the character of the blanks, construc¬ 
tion of recording and reproducing devices, volume and quality of 
the original sounds, skill of the operators, acoustic properties of the 
rooms in which the records are secured and reproduced, and all 
other factors which determine or affect the recording or reproduc- 
duction, being assumed to be the same. I have secured just as good 
results, both as to clearness and loudness, with the Standard phono¬ 
graph operated at a correspondingly high surface speed, and at least 
in point of clearness, with the 400-thread machine when so operated. 
These results, both with the Standard machine and with the 400- 
thread machine, were secured by me in 1894 and 1895 with the 
former, and in 1895 and subsequently with the latter, apparatus. 

CHAS. WURTH. 

Subscribed and sworn to before me this 14th day of April, 1899. 

J. F. RANDOLPH, 

[seal.] Notary Public for New Jersey, 
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43 Affldavit of John F. Ott 

In the United States Patent Office. 


In the Matter of the Application of the National Phonograph Com¬ 
pany of Orange, New Jerse}^ Requesting the Institution of Public- 
use Proceedings. On Petition. 


State of New Jersey, 1 
County of EsseXy j 


John F. Ott, being duly sworn, on oath doth depose and say as 
follows: 

I was a laboratory assistant of Mr. Edison at the time the phono¬ 
graph was invented by him in 1877, and have been in his employ 
continuously since that time. I am familiar with the construction 
and operation of phonographs, and have witnessed the gradual evolu¬ 
tion of that instrument from the original tinfoil machine to the 
present Standard type of apparatus. I have read the affidavit of 
Mr. Edison relating to this matter and subscribed by him on the 
15th day of April 1899, and can verify all the facts to which he 
refers. 

It was observed by all of us in the laboratory, when the phono¬ 
graph was originally invented and when the very early experiments 
were made with it in 1877, that by changing the surface speed of 
the recording surface the loudness and clearness of the reproduction 
would be correspondingly increased. We observed that by turning 
the crank slowly the reproduction was poor and faint, while 
44 by turning it at a higher speed the reproduction could be 
made louder and clearer. The same was true with the 
Standard phonograph with which experiments have been made by 
me in 1887 and during the succeeding years. With the Standard 
phonograph the blank was rotated by a suitable electric, spring or 
water motor, and which in every instance was capable of variations 
in speed within wide limits. 1 have frequently observed that by 
operating these machines at a slow speed the reproduction was less 
perfect than when operated at a higher speed. 

Phonographs were made for use with dolls in 1888, having cylin¬ 
ders 3 inches in diameter and operated at a shaft speed of 120 rev¬ 
olutions. The increase in diameter of these blanks over the Standard 
type of 2.1875 resulted in a higher surface speed with a correspond¬ 
ing increase in the loudness of the reproduction. 

In 1895 a machine was constructed at the laboratory, known as 
the “ 400-thread machine,” having a cylinder 2.75 inches in diam¬ 
eter and 6.5 inches in length, operated at a shaft speed of 200 turns 
per minute. By reason of the relatively high surface speed of the 
blanks used on the 400-thread machine, the reproduction secured 
was very loud and clear. 

The Standard phonographs which were put on the market and 
sold in 1889 and during the succeeding years, were intended 
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originally for office work in the dictation of correspondence etc. 
The demand of the public, however, tended towards the recording 
and reproducing of music, in some instances of a very intricate 
character. The Standard phonographs were intended for use prin¬ 
cipally with listening tubes, and when so used, the reprodiic- 

45 tions, either of spoken words or of music, were loud enough 
for the purpose. At the present time, however, the demand 

is for a machine capable of reproducing music with a horn, and 
which in consequence must have a high surface speed. The Na¬ 
tional Phonograph Company in order to meet this requirement, is 
at the present time making and selling machines called Concert 
phonographs, wherein blanks 5 inches in diameter are used. By 
reason of the high surface speed secured with these blanks, the re¬ 
productions are loud and clear enough for exhibition purposes with 
a horn. 

JOHN F. OTT. 

Subscribed and sworn to before me this 14th day of April, 1899. 
[seal.] J. F. RANDOLPH, 

Notary Public for New Jersey. 

46 Exhibit B. 

Filed February 7,1902. 

In the United States Patent Office. 

In the Matter of the Application of the National Phonograph Com¬ 
pany of Orange, New Jersey, Requesting the Institution of Pnblic- 
use Proceedings. On Petition. 

Honorable Commissioner of Patents. 

Sir : In accordance with the request of the examiner, division 
23, we file herewith an additional affidavit of Mr. Edison in the 
above matter, which we request may be attached to the other affi¬ 
davits alreadv on file. 

Very respectfully, 

DYER, EDMONDS <fe DYER, 
Attorneys for National Phonograph Company. 

New York city, May 10,1899. 


4—1257a 
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47 2nd Affidavit of Thomas A, Edison. 

In the United States Patent Office. 

In the Matter of the Application of the National Phonograph Com¬ 
pany of Orange, New Jersey, Requesting the Institution of Public- 
use "Proceedings. On Petition. 

State of New Jersey, I 
County of Essex^ ( * 

Thomas A. Edison, being duly sworn, on oath doth depose and 
say as follows: 

I have already made an affidavit in this case relating to my work 
in the phonographic art, which affidavit was signed and executed 
April 15, 1899. 

The 400-thread machine which I refer to in my first affidavit and 
which was made in 1895, was publicly exhibited in my laboratory 
in 1895 and during the succeeding years. The reproductions of 
musical records on that machine have been listened to by a large 
number of visitors to my laboratory in the year 1895 and during 
the succeeding 3 "ears. The machine is still in my possession and in 
practically daily use, and many visitors to my laboratory at the 
present time are permitted to witfiess its operation and to listen to 
its reproductions. I believe that if this machine were sent to Wash¬ 
ington at the present time for inspection by the examiner, and were 
then returned by him for use in the taking of testimony should the 
request for the institution of these proceedings be granted, 

48 there would be danger of the machine becoming damaged in 
transportation. 

THOMAS A. EDISON. 

Sworn to and subscribed before me this eighth day of May, 1899. 

J. F. RANDOLPH, 

[seal.] Notary Public for New Jersey. 

49 Exhibit C. 

Filed February 7,1902. 

Washington, D. C., June 7,1899. 
Honorable Commissioner of Patents. 

Sir : Leon F. Douglass has filed an application for a patent on 
talking machines ana the following claim of said application has 
been allowed: 

“ The combination with a large sound record blank or cylinder of 
a waxlike composition of say substantially six inches in diameter, 
of a talking instrument and a motor for rotating the large sound 
record cylinder or blank at the usual or customary speed of one hun¬ 
dred or one hundred and twent}'^ revolutions per minute, whereby 
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the volume, clearness, distinctness and naturalness of the speech, 
vocal music, instrumental music or other sounds recorded or repro¬ 
duced are greatly increased, substantially as specified.” 

It appears from an affidavit of William E. Gilmore, which I send 
you herewith, that Douglass has voluntarily shown him this allowed 
claim. Gilmore appears to be the general manager of the National 
Phonograph (Jo., and said company has filed a protest through their 
attorneys Messrs. Dyer, Edmonds and Dyer, and several affidavits, 
which are also sent herewith, protesting against the grant of a patent 
to Douglass on the grounds, first that in view' of certain facts well 
known to Mr. T. A. Edison and others, and which facts had 

50 long been established by them in their labors in connection 
with the phonograph, that there is nothing patentable in 

Douglass’ claim : and second, that the invention covered by said 
claim has been in use since 1895. 

As to the first ground upon which the protest is based, I do not 
find any provision in the rules or decisions authorizing a primary 
examiner to delay the issue of a patent to an applicant otherwise 
entitled thereto by allowing a third party, outside of the office, to 
establish facts by proofs not in the possession of the office. Espe¬ 
cially is this true when it is not certain that, even if the facts relied 
upon were established by said third party, the patent would be re¬ 
fused. Rule 12, of the rules of practice, would seem to indicate 
that it is ordinarily against the policy of the office to allow outside 
parties to interfere in the prosecution of an application. 

In regard to the second ground upon which the protest is based, 
I decided at an informal hearing given Messrs. Dyer, Edmonds and 
Dyer, that the affidavits filed May 1,1899, did not make out Si.prima 
facie case of public use, but those affidavits, in connection with the 
affidavit of Mr. Edison, filed May 11,1899, which is sent herewith, 
it is thought, do make out such a prima facie case and I therefore 
recommend that public-use proceedings be instituted to determine 
whether any device covered by Douglass’ claim 1, has been in public 
use more than two years prior to Douglass’ application. 

I send herewith the Douglass application. 

Respectfully submitted. 

J. T. NEWTON. 

51 Exhibit D. 

Filed February 7,1902. 

Department op this Interior, 

United States Patent Office, 
Washington, D. C., Jane 10,1899. 

% 

Messrs. Dyer, Edmonds & Dyer, No. 31 Nassau street. New York, 
N. Y. 

Sirs: Enclosed please find a copy of the order which has been 
issued this day in the matter of the protest of the National Phono¬ 
graph Company of Orange, New Jersey, against the issuing of a 
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patent to Leon F. Douglass. Yon are invited to be present and 
take part in the preliminary hearing before the Commissioner at 
the time specified in the enclosed order. 

Very respectfully yours, C. H. DUELL, 

Commissioner. 

52 Department of the Interior, 

United States Patent Office, June 10,1899. 

Mr. Leon F. Douglass, care of Messrs. Munday, Evarts & Adcock, 
Marquette block, Cliicago, Illinois. 

Sir: This office is in receipt of certain affidavits, copies of which 
are herewith enclosed, filed by Messrs. Dyer, Edmonds & Dyer, of 
No. 31 Nassau street, New York, N. Y., on behalf of the National 
Phonograph Company of Orange, New Jersey, alleging that the 
invention claimed by you in your application serial No. 704,508, 
filed February 4,1899, for talking machines, has been in public use 
for more than two years prior to the filing date thereof. These affi¬ 
davits have been referred to the primary examiner having the ap¬ 
plication in charge, and he has made a report to the Commissioner 
that in his opinion these affidavits make out a ‘prima facie case that 
the invention described in such application has been in public use 
for more than two years prior to the date of your application, and 
he recommends that public-use proceedings be instituted to de¬ 
termine whether the device covered by your claim 1 has been in 
public use as alleged. 

You are hereby requested to show cause, if any you have, before 
the Commissioner of Patents at eleven o’clock a. m., on Thursday, 
June 22, 1899, why a public-use proceeding should not be insti¬ 
tuted. 

53 Affiants have been furnished with a copy of this order, 
through their attorneys, Messrs. Dyer, Edmonds and Dyer, 

and have been invited to appear and take part in the hearing before 
the Commissioner at the time and date stated. 

Very respectfully yours, C. H. DUELL, 

Commissioner. 

54 Exhibit E. 

Filed February 7,1902. 

June 27,1899. 

United States Patent Office. 

In tlie Matter of the Protest of the American Graphophone Company 
against the Issue of Patent to Leon F. Douglas on Application— 
Serial No., 704,508—Filed February 4, 1899, for a Talking Ma¬ 
chine. 

On May 1 and May 11,1899, certain affidavits were filed in this 
office, alleging that patent should not be granted to Leon F. Doug¬ 
lass on his application, serial No. 704,508, filed February 4,1899, for 
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a talking machine, on the ground that substantially the same in¬ 
vention claimed by him had been in public use for more than two 
years prior to the date of the said application. These affidavits 
were referred to the primary examiner, who on June 7,1899, re¬ 
ported to the Commissioner that they made out a prima facie case 
against the grant of a patent to Douglass. At the same time he 
called the Commissioner’s attention to the fact that another applica¬ 
tion, filed by Thomas H. Macdonald, disclosed substantially the 
same invention as that claimed by Douglass, and that one of Mac- 
•donald’s claims had been suggested to Douglass, who had incorpo¬ 
rated it in his case, and he recommended that if public-use proceed¬ 
ings were instituted by the Commissioner, Macdonald should be 
notified. 

From the showing made by the protestants at the hearing it seems 
to me that testimony should be taken to prove certain state- 

55 ments set up in the affidavits filed by them. As the Mac¬ 
donald application interferes with that of Douglass, however, 

it is thought best not to institute proceedings at this stage, but that 
the interference should be declared, so that the parties can inspect 
each other’s application and the extent of the proceeding may be 
more intelligently determined. 

It is therefore directed that the examiner immediately declare the 
interference, and that afcer its declaration the examiner of inter¬ 
ferences set a time within ten days from the date of this decision 
within which the parties shall file their preliminary statements. 
When such preliminary statements are opened, further proceedings 
will be taken on the protest against the granting of a patent. 

C. H. DUELL, 

Commissioner, 

June 30,1899. 

56 Exhibit F. 


Filed February 7,1902. 

Department of the Interior, 

United States Patent Office, 
Washington, D. C., July 18,1899. 

The National Phonograph Company, care of Dyer, Edmonds & 

Dyer, No. 31 Nassau street. 

Gentlemen : Enclosed please find a copy of an order issued this 
day in the matter of your protest against the granting of a patent to 
Leon F. Douglass on his application filed February 4, 1899, serial 
No. 704,508. 

You will please furnish the opposing parties and this office with 
the names and addresses of the witnesses and tlie place where you 
intend to examine them. 

You may also send a check for fifty dollars to pay the expenses 
of the officer detailed to represent this office in conducting the pro¬ 
ceedings. 


Very respectfully yours. 


C. H. DUELL, 

Commissioner. 
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57 United States Patent Office. 

In the Matter of the Protest of the National Phonograph Company 
against the Issue of Patent to Leon F. Douglas on Application— 
Serial No., 704,508—Filed February 4, 1899, for a Talking Ma¬ 
chine. 

In accordance with the Commissioners decision of June 30,1899, 
the applications of Douglass and Macdonald have been placed in 
interference. Each party has filed a preliminary statement, as 
required in said decision, and the application of each is now open* 
to inspection by the other. 

It is ordered that the taking of testimony to show whether or not 
the device covered by the subject-matter of the issue or the devices 
set up in the affidavits and exhibits of the protestant have been in 
use as alleged, begin on Monday, August 14, 1899, and continue 
from day to day until concluded. 

The American Graphophone Company having filed an assign¬ 
ment from Macdonald to it, covering said application, this company 
may be made a party to these proceedings, as requested in their 
petition of June 20,1899, and in accordance with the decision of the 
Commissioner of June 30, 1899. 

The taking of the testimony will be governed, as far as practicable, 
by tlie rules of this office relating to the taking of testimony in in¬ 
terferences and other contested cases. 

W. A. Megrath, law clerk, is detailed to represent this office and 
to conduct the proceedings. 

C. H. DUELL, 

Commissioner, 

Julv 18,1899. 


58 Exhibit G. 

Filed February 7,1902. 

In the United States Patent Office. 

In the Matter of the Public-use Proceedings against the Application 

of Leon F. Douglass. 

To the honorable Commissioner of Patents: 

Having been informed that the interference of Douglass v. Mac¬ 
donald has been finally decided in favor of Macdonald, and that the 
public-use proceedings directed against the application of Douglass 
therefore present only a moot question, we move your honor, on be¬ 
half of the protestant National Phonograph Company, to reform said 
public-use proceedings by including the said Macdonald application 
therein ; and further, that the protestant may be allowed, through 
its attorneys, to examine the said Macdonald application and the 
said interference proceedings, and be furnished by the Patent Office 
copies of such portions thereof as it may desire. 
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In support of this motion we will refer to the records of the Pat¬ 
ent Office relating to the public-use proceedings already instituted. 

DYER, EDMONDS & DYER, 
Attorneys for National Phonograph Co. 

59 Exhibit H. 

Filed February 7,1902. 

United States Patent Office. 

In the Matter of the Protest of the National Phonograph Company 

against the Issue of a Patent to Douglass and the Request that 

Macdonald be Included in the Proceedings. 

In view of the questioms that are now raised in this proceeding it 
is deemed advisable to state again certain actions that have hereto¬ 
fore been taken in the case. 

In May, 1899, affidavits were filed in this office on behalf of the 
National Phonograph Company, alleging that substantially the in¬ 
vention claimed by Leon F. Douglass in his application serial No. 
704,508, filed February 4, 1899, had been in public use for more 
than two years prior to the date of the said application. These 
affidavits were as usual referred to the primary examiner for con¬ 
sideration, who, on June 7, 1899, informed the Commissioner that a 
prima facie case was made out against the grant of a patent to 
Douglass. 

On the same date the examiner called the Commissioner's atten¬ 
tion to the fact that there was pending in the office an application 
of Thomas H. Macdonald “ which disclosed and claimed substan¬ 
tially the same invention as is claimed by Douglass. Indeed, one 
of Macdonald^s claims has been suggested to Douglass and Douglass 
has incorporated it in his case * * * , j therefore * * * 

recommend that Macdonald be notified of the public-use pro- 

60 ceedings, if you decide that such proceedings should be insti¬ 
tuted.^^ 

I then considered the recommendation of the examiner and 
directed that public-use proceedings be instituted. I also made 
an order that as the Macdonald application interfered with that of 
Douglass, the interference should be declared so that the parties 
could inspect each othePs applications and the extent of the public- 
use proceeding might be intelligently determined. 

Prior to the declaration of the interference, however, the Ameri¬ 
can Graphophone Company, who claimed to be the assignee of the 
Macdonald a’pplication, petitioned that it be admitted as a party in 
interest to defend the public-use proceedings. This request was 
granted after the proper assignment had been placed on record. 

After the interference was declared and the preliminary state¬ 
ments were opened, the Commissioner, on July 18,1899, ordered 
that the public-use proceedings be instituted and time was set for 
taking the testimony. Before this time arrived, however, the Na- 
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tional Phonograph Company made a motion to extend the time for 
taking this testimony, and on August 18,1899, the acting Commis¬ 
sioner granted the motion. 

On September 14,1899, the protestant filed a motion in the office 
requesting that the application of Macdonald be included in the 
public-use proceedings, so that any order made in such proceedings 
would run against the Macdonald case. On October 9,1899,1 de¬ 
cided that it was not necessary that the protestant be furnished with 
a copy of the Macdonald application, although Macdonald was in 
one sense a party to the public-use proceeding-; that as it had filed 
affidavits alleging that a certain machine or machines had been in 
public use at a certain time, it was incumbent upon it to prove its 
allegations by proper evidence; that when this evidence was 

61 before the office the office would be competent to judge 
whether the evidence was sufficient to prevent the grant of a 

patent to Douglass, and that as Macdonald^s assignee had been made 
a party to the proceedings at its own request and had a right to 
cross-examine the witnesses produced on behalf of protestant, the 
evidence would be used against Macdonald in the consideration of 
his application on the question of patentability. 

Since this decision no definite time has been set within which to 
take testimony in the public-use proceedings, because on oral re¬ 
quests that proceedings have been continued. But Macdonald made 
a motion that the proceedings in the interference case be resumed. 
This request was granted and it was deemed advisable to suspend 
the public-use proceedings until after the termination of the inter¬ 
ference proceedings. 

On November 1,1900, the Assistant Commissioner rendered a de¬ 
cision awarding priority to Macdonald, and this decision has be¬ 
come final. Macdonald then made a motion in the public-use pro¬ 
ceedings that his application be passed to issue, because he was en¬ 
titled to the grant of a patent, as no legal obstacle existed against 
the grant, and that since no public-use proceedings had been insti¬ 
tuted against him or his application included in the proceedings 
there was no evidence to show that he was not entitled to a patent. 

Subsequently to this, on January 30, 1901, the protestant filed a 
paper stating that as the interference had been decided in favor of 
Macdonald the public-use proceedings directed against Douglass 
presented only a moot question, and the protestant requested 

62 that the public-use proceedings be reformed by including the 
application of Macdonald, and that it be allowed through its 

attorneys to examine the Macdonald application and the inter¬ 
ference proceedings and be furnished with copies of such portions 
as it desired. 

I have already decided that it was not necessary that the protest¬ 
ant be furnished with a copy of the Macdonald application, and I 
see no reason to change my opinion on this subject. The protestant 
has alleged in its affidavits that a machine had been made and put 
in public use at a certain time. The examiner has called the Com¬ 
missioner's attention to the fact that the Macdonald application dis- 
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closes and claims substantially the same invention as that claimed 
by Donglass. This being so, it is only necessary for the protestant 
to prove what it has set up in its affidavits, and I do not think it is 
necessary for this proceeding that it should be furnished with a copy 
of the Macdonald application, and must therefore decline to grant 
the request. 

I cannot agree with Macdonald, however, that his application 
should be passed to issue merely because it was not included in the 
public-use proceedings. Macdonald^s assignee requested, during the 
early public-use proceedings against Douglass, that it be made a 
party to the proceedings and that it might be present and examine 
the witnesses produced on behalf of the protestant, which request 
was granted, and it was held that the evidence adduced might be 
used against the Macdonald application on the question of patent¬ 
ability. When the attention of the Commissioner has been 
63 called to a prima facie case of public use, as has been done 
here, I think it is the duty of the Commissioner under the 
statutes to inquire into the matter and not issue a patent on any ap¬ 
plication which would be affected by the evidence properly adduced 
on the subjeet. 

In this case I deem it the duty of the Commissioner to continue 
the public-use proceedings and to give Macdonald an opportunity to 
appear and cross-examine the witnesses who are to be examined and 
to hold his application subject to the testimony taken. Although 
this proceeding has been delayed until after the final determination 
of the interference case, yet this delay was to a certain extent at the 
request of Macdonald, and it was never intended that if he were 
successful in the interference proceeding his application should be 
passed to issue without the taking of testimony in the public-use 
case. 

In view of the delay which has occurred it is directed that the 
testimony be promptly taken. 

It is therefore ordered that the taking of the testimony begin on 
Monday, February 18,1901, and continue from day to day until 
concluded. The protestant will furnish Macdonald and this office 
with the names of the witnesses to be examined and the place where 
the testimony is to be taken. 

Ill the further proceedings in this case the name of Macdonald 
will be substituted for that of Douglass in the title. 

William A. Megrath, law clerk, is detailed to represent the office 
and conduct the proceedings. 

C. H. DUELL, 

Commissiomr. 

February 11,1901. 


5—1257a 
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64 Exhibit I. 

Filed February 7,1902. 

In the United States Patent Office. 


National Phonograph Company, Pro¬ 
testant, 
vs. 

Thomas D. Macdonald, Respondent. 


Public-use Proceedings. 


To the honorable Commissioner of Patents in person : 

And now comes the protestant, National Phonograph Company, 
and moves the honorable Commissioner of Patents to transmit the 
Macdonald file and the other papers herein to the examiner of inter¬ 
ferences with the direction to proceed with the case in accordance 
with the rules in interference cases and under the practice estab¬ 
lished in the Alteneck case. 

NATIONAL PHONOGRAPH COMPANY, 
By DYER, EDMONDS & DYER, Attorneys. 

New York, January 2,1902. 


65 Exhibit J. 

Filed February 7,1902. 

June 10,1902. 

United States Patent Office. 

Ex Parte Thomas H. Macdonald. 

Recording and reproducing sounds. 

Public-use proceedings. 

Mr. Philip Mauro for applicant. 

Messrs. Dyer, Edmonds and Dyer for protestant. 

This case comes up on a petition by the applicant that his appli¬ 
cation be at once passed to issue. 

It appears that on June 7,1899, the primary examiner reported 
that a protest and affidavits filed by the National Phonograph Com¬ 
pany made out a prima facie case of public use of an invention in 
phonographs claimed in an application of one Leon F. Douglass for 
more than two years before that application was filed. While the 
question of instituting an investigation of the question of public use 
in that case was under consideration, the American Graphophone 
Company filed a request that it be allowed to take part in the pro¬ 
ceedings. This request was granted upon the admission of the 
American Graphophone Company that it is the assignee of an appli¬ 
cation filed by Macdonald for the same invention and against which 
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application the bar of two years’ public use if established might be 
used. 

On June 30, 1899, Commissioner Duell decided that the 

66 public-use proceedings should be instituted, but that an inter¬ 
ference should first be declared between the Douglas and 

Macdonald applications. This interference was declared. On July 
18, 1899, it was ordered that testimony on the question of public 
use begin on August 14, 1899. The taking of testimony was, how¬ 
ever, postponed and the interference was proceeded with. The 
public-use proceedings were suspended by the office during the in¬ 
terference. On November 1, 1899, the Assistant Commissioner ren¬ 
dered a decision on priority and that decision became final. There¬ 
after, Macdonald asked that his application be passed to issue with¬ 
out regard to the public-use proceedings. This request was denied 
by Commissioner Duell and on February 11, 1901, he issued an 
order that testimony be taken to determine whether the invention 
had been in public use for more than two years before the date of 
Macdonald’s application. 

The National Phonograph Company took an appeal to the Secre¬ 
tary of the Interior from certain parts of this order, and it seems to 
have been considered that such appeal operated as a stay, for no 
testimony was taken in accordance with the order. The appeal was 
disposed of by the Secretary of the Interior on December 5,1901, 
and Macdonald thereupon filed his present petition that his appli¬ 
cation be passed to issue. 

There has undoubtedly been much delay in determining the 
question of public use, and, as pointed out by Macdonald, such de¬ 
lay is prejudicial to his interests, since otliers, including the pro- 
testant in this case, are making and selling the invention 

67 upon which he hopes to secure a patent. If Macdonald’s 
application is to be further suspended to investigate the ques¬ 
tion of public use, the taking of testimony must proceed with the 
utmost dispatch and the proceedings must close at the'earliest date 
possible. While the delay which has occurred is much to be re¬ 
gretted, it is the duty of the Commissioner under the law to inves¬ 
tigate the question of public use of an invention, if he has reason to 
believe that it occurred more than two years before the application 
was filed, and that proper evidence to that effect can be obtained. 
The statutes make such use a bar to the grant of a patent and 
specifically authorize an investigation of the matter by the Com¬ 
missioner, and therefore it is believed that the Commissioner would 
not be justified in allowing a patent without such investigation. 

The National Phonograph Company has filed a motion that this 
case be referred to the examiner of interferences with instructions 
to institute public-use proceedings as a contest between the National 
Phonograph Company and Macdonald and set times for taking 
testimony as in interferences. In this motion it is believed that the 
National Phonograph Company has misunderstood the nature of 
the proceedings. Proceedings of this kind should be looked upon 
solely as an investigation by the Commissioner of Patents and not 
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as a contest between two parties. The Coinmissioner on behalf of 
the public takes testimony when he considers it necessary in order 
to satisfy himself whether or not there is a bar of two years^ public 
use and the proceedings are not instituted in any case because of the 
supposed interest of the party who protest- against the issue of a patent 
and furnishes the information as to the alleged use. No person 
68 can be considered to have such an interest as to demand in 
his own right that the issue of a patent be suspended and an 
investigation instituted unless he is himself an applicant for a pat¬ 
ent for the same thing. The protestant may in fact have such an 
interest as will induce him to be willing to produce the witnesses in 
support of the alleged bar of public use and to bear the expense 
incident to investigating the question, and this office may avail itself 
of his assistance in the matter for the reason that it could not* dis¬ 
cover and establish the facts in any other way, but this does not 
make the proceedings a contest between the protestant and the ap¬ 
plicant. It is merel}'^ an investigation by the Commissioner and it 
will be conducted as such. 

The petition that Macdonald’s application be at once passed to 
issue is denied. 

It is ordered that the taking of testimony in support of the alle¬ 
gation of public use begin on Monday, February 3,1902, or if the 
witnesses cannot be produced at that time, upon some day during 
the week then commencing to be fixed by the protestant, and that 
it shall be completed with the utmost diligence. The National Pho¬ 
nograph Company will at once notify this office and Macdonald of 
the names of the witnesses and the place wliere they will be pro¬ 
duced for examination during the week stated. Upon its failure to 
do so, it will be assumed that it is no longer willing to assist this office 
in the investigation, and the action upon Macdonald’s application 
will be governed accordingly. 

John M. Coit, law clerk, is detailed to represent the office and con¬ 
duct the proceedings. 

F. I. ALLEN, 

Commissionei\ 


January 24,1902. 
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69 Affidavit of Richard N. Dyer. 

Exhibit K.’’ 


Filed February 7, 1902. 

In the Supreme Court of the District of Columbia. 


The United States of America on the 
Relation of National Phonograph Company, 
Relator, 

vs. 




> At Law. 


Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. 


No. 45225. 


Richard N. Dyer, having been duly sworn, makes oath and says: 

I am the patent counsel of the National Phonograph Company, 
relator to the foregoing petition, and as such I have had charge for 
the National Phonograph Company of the public-use proceedings 
mentioned in said petition. I am informed by my brother, Leonard 
H. Dyer, who was my representative in the city of Washington in 
connection with the said public-use proceeding, that a copy of the 
order dated January 24th, 1902, filed as Exhibit J to the said peti¬ 
tion, was sent to him by mail, and was not received until the said 
27th day of January, 1902, which was Monday. Thereupon the 
said Leonard H. Dyer at once communicated with me, who 
was then in the city of New York. In consequence of illness 
I was unable to take immediate action with respect to the 
matter of the said order, but on Friday, the 31st day of 
January, at my instance, the said Leonard H. Dyer notified 
the said John M. Coit, referred to in the said order, of ray 
illness, and that I would call at the office of the said 
70 Commissioner on the following Monday, February 3rd, when 
I would inform him as to what action I proposed to take in 
the premises. On Monday, the said 3rd day of February, I accord¬ 
ingly called at the office of the said Commissioner of Patents, and 
informed him that I had consulted local counsel with respect to the 
rightful status of the National Phonograph Company in the pend¬ 
ing public-use proceeding, and that the said company had retained 
counsel for the purpose of applying to the supreme court of the 
District of Columbia fora writ of mandamus to compel him, the said 
Commissioner, to recognize the right of the said company as an 
active participant in the said public-use proceedings, upon the anal¬ 
ogy of an interference proceeding, in accordance with the long¬ 
standing practice of the said office hereinbefore set forth in the said 
petition for a mandamus. I then and there further informed the 
said Commissioner that a petition for the said writ was in course of 
preparation, and would certainly be filed within the week beginning 
February 3rd ; further, that according to my understanding of the 
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said order of January 24th, the said company had the whole of the 
said week beginning February 3rd wherein to take action, and that 
I would take it for granted that if application for a mandamus were 
made within the said week, it would be in time to anticipate any 
further action of the Patent Office in the public-use proceeding. 
To this the Commissioner apparently assented, and remarked to me 
that he considered the question to be raised by the mandamus 
proceedings a vefy interesting one, and one which he would 
like to see finally settled.” My brother, Leonard H. Dyer, 
was present during the whole of this interview with 
71 the said Commissioner, and heard all that passed between us. 

Thereupon my brother and I left the office of the said Com¬ 
missioner, and had no further communication with him. The peti¬ 
tion for mandamus was then accordingly prepared, and was taken 
to Orange, New Jersey, on Tuesday, the 4th of February instant, for 
the purpose of having the same verified by the aforesaid National 
Phonograph Company, which has its principal office at the said 
place. 

Further, I say that nothing further in the premises was heard . 
either from the said Commissioner or from John M. Coit, mentioned 
ill the said order of January 24th, until Thuesda}^ the 6th day of 
February instant, when the said Leonard H. Dyer received through 
the mail from the said Commissioner of Patents what purported to 
be a cop}^ of an order issued by the said Commissioner, and which 
is attached to the aforesaid original petition as Exhibit L. 

RICHARD N. DYER. 


Subscribed and sworn to before me this 7th day of Februarv, A. D. 
1902. 


J. R. YOUNG, Clei% 

By L. P. WILLIAMS, AssH Clerk. 


72 Affidavit of Leonard H. Dyer. 

Filed February 7, 1902. 

In the Supreme Court.of the District of Columbia. 


The United States of America on the^ 
Relation of National Phonograph Com¬ 
pany, Relator, 

vs. 


At Law. 


Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. 


No. 45225. 


Leonard H. Dyer, having been duly sworn, makes oath and 
says: 

I am a patent attorney, practicing before the United States Patent 
Office, and residing in the District of Columbia. I have been acting 
as the representative of my brother Ricliard N. Dyer, who is the 
patent counsel for the National Phonograph Company, which is the 
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relator in the petition to which this affidavit is annexed. On the 
27th day of January, 1902,1 received by mail from the Commis¬ 
sioner of Patents what purported to be a copy of an order or decis¬ 
ion of the said Commissioner, under date of January 24th, 1902, a 
copy of which is Exhibit J to the said petition. Thereupon I at once 
communicated with my brother, Richard N. Dyer, who was then in 
the city of New York. I am informed by my brother that in con¬ 
sequence of illness he was unable to take immediate action with re¬ 
spect to the matter of the said order; but on Friday, the 31st day of 
January, at his instance, I notified the said John M. Coit, referred 
to in the said order, of my brothers illness, and that he would 
call at the office of the said Commissioner on the following 

73 Monday, February 3rd, when he would inform him, the said 
Commissioner, as to what action he prop-sed to take in the 

premises. On Monday, the said 3rd day of February, my brother, 
Richard N. Dyer, accordingly called at the office of the said Com¬ 
missioner of Patents, and informed him that he had consulted local 
counsel wnth respect to the rightful status of the National Phono¬ 
graph Company in the pending publi-cuse proceeding, and that the 
said company had retained counsel for the purpose of applying to 
the supreme court of the District of Columbia for a writ of manda¬ 
mus to compel him, the said Commissioner, to recognize the right 
of the said company as an active participant in the said public-use 
proceeding, upon the analogy of an interference proceeding, in ac¬ 
cordance with the long-standing practice of the said office set forth 
in the said petition for a mandamus. He then and there further 
informed the said Commissioner that a petition for the said writ was 
in course of preparation, and would certainlj^ be filed within tlie 
week beginning February 3d ; further, that according to his under¬ 
standing of the said order of January 24th, the said company had 
the whole of the said week beginning February 3rd wherein to take 
action, and that he would take it for granted that if application for 
a mandamus were made within the said week it would be in time 
to anticipate any further action of the Patent Office in the public- 
use proceeding. To this the Commissioner apparentl}?^ assented, and 
remarked to my brother that he considered the question to be 
raised by the mandamus proceedings a very interesting one, and 
one which he would like to see finally settled.’’ 

74 I was present during the whole of this interview with the 
said Commissioner, and heard all that passed between him 

and my said brother. 

Thereupon my brother and I left the office of the said Commis¬ 
sioner, and had no further communication with him. The petition 
for mandamus was then accordingly prepared, and was taken to 
Orange, New Jersey, on Tuesday, the 4th of February instant, for 
the purpose of having the same verified by the aforesaid National 
Phonograph Company, which- has its principal office at the said 
place. 

Further, I say that nothing further in the premises was heard 
either from the said Commissioner or from John M. Coit, mentioned 
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in the said order of January 24th, until Thursda}'^, the 6th day of 
Februar}!' instant, when I received through the mail from the said 
Commissioner of Patents wliat purported to be a copy of an order 
issued by the said Commissioner, and which is attached to the afore¬ 
said original petition as Exhibit L. 

LEONARD H. DYER. 


Subscribed and sworn to before me this 7" day of February, A. D. 
1902. 


J. R. YOUNG, 

By L. P. WILLIAMS, AssH Clerk 


75 Exhibit L. 

Filed Feb. 7,1902. 

United States Patent Office. 

Fx Parte Thomas H. Macdonald. 

Recording and reproducing sounds. 

Public-use proceedings. 

Mr. Phillip Mauro for applicant. 

Messrs. Dyer, Edmonds and Dyer, for protestant. 

On January 24,1902, an order was issued that the taking of testi¬ 
mony in support of the allegation of public use in this case begin on 
Monday, February 3, or at some time during the week then com¬ 
mencing, and that: 

“ The National Phonograph Company will at once notify this 
office and Macdonald of the names of the witnesses and the place 
where they will be produced for examination during the week 
stated. Upon its failure to do so, it will be assumed that it is no 
longer willing to assist this office in the investigation, and the action 
upon Macdonald*s application will be governed accordingly.” 

The National Phonograph Company has not complied with this 
order, and, since it is apparently not willing to produce the wit¬ 
nesses to the alleged public use for examination, a continuance of 
the investigation is impractical. 

The order instituting the public-use proceedings is set aside 

76 and Macdonald^s application is remanded to the primary ex¬ 
aminer for consideration and action. 

F. I. ALLEN, 

Commissioner. 

February 5, 1902. 

Memorandum. 

Return to rule to show cause filed March 25,1902, stricken out as 
nsufficient and respondent allowed 10 days in which to file answer. 
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77 Return of Respondent to Rule to Show Cause, 


Filed April 9, 1902. 


Ill the Supreme Court of the District of Columbia. 


The United States of America on the 
Relation of the National Phonograph Com¬ 
pany, a Body Corporate, Relator, 

vs. 


A 

^ At Law. 


Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. 


No. 45225. 


Return of respondent to rule to show cause why a writ of mandamus 

should not issue. 


The said Frederick I. Allen, Commissioner of Patents, comes and 
as his answer to the order to show cause why the said writ of man¬ 
damus should not issue says: 

The respondent admits that he. is the Commissioner of Patents 
duly qualified and acting as such, and that he was such Commis¬ 
sioner and acting as such on January 24, 1902, and has continued 
to so act since that date, as alleged in the first paragraph of the peti¬ 
tion. 

The respondent admits the allegations of the 5th, 6th, 7th, and 8th 
paragraphs of the petition. 

The respondent admits that the relator complied with the order 
of July 18,1899, mentioned in the 9th paragraph of the petition, in 
so far as notice of the names of the witnesses and place of examina¬ 
tion and furnishing $50.00 are concerned, but alleges that it 
78 made a motion to extend the times for taking testimony, 
which motion was granted. The times were subsequently 
extended by the acting Commissioner upon his own motion, and the 
taking of testimony was finally suspended until the interference be¬ 
tween Douglass and Macdonald was concluded. 

The respondent alleges that the relator made application to the 
Patent Office for a copy of Macdonald’s application and in a decision 
rendered October 9,1899, the then Commissioner of Patents decided 
that it was not entitled to see and obtain copies of Macdonald’s ap¬ 
plication, a copy of which decision is hereto attached as Exhibit A. 

That the relator filed a petition to the Secretary of the Interior 
from this ruling, and the Secretary dismissed the petition on the 
ground of lack of jurisdiction because the question had been judi¬ 
cially determined by the Commissioner, a copy of which decision is 
hereto attached as Exhibit B. 

That on November 1,1900, a decision was rendered in the inter¬ 
ference in favor of Macdonald as the first inventor. 

The respondent admits the allegations of the 10th paragraph of 
the petition. 

The respondent admits the allegations of the 11th paragraph of 

6—1257a 
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the petition and annexes hereto and as a part hereof a copy of the 
said decision of tlie Secretary of the Interior as Exhibit C. 

The respondent admits the allegations of the 12th paragraph of 
the petition. In regard to this matter, the respondent alleges further 
that in said decision of January 24,1902, the relator was specifically 
informed that it was not a party in interest and was not entitled to 
contest the issue of a patent to Macdonald, and it was ordered 

79 that the taking of testimony begin during the week com¬ 
mencing February 3, 1902, and it was said: 

“The National Phonograph Company will at once notify this 
office and Macdonald of the names of the witnesses and the place 
where they will be produced for examination during the week stated. 
Upon its failure to do so, it.will be assumed that it is no longer 
willing to assist this office in the investigation, and the action upon 
Macdonald’s application will be governed accordingly.” 

That the relator did not at once notify the respondent of the names 
of the witnesses and the place where they would be produced for 
examination during the time stated, as required; but, on the con¬ 
trary, counsel notided him orally on or about Monday, February 3, 
that the witnesses would not be produced during the week com¬ 
mencing February 3,1902, and that the relator intended to apply 
to the courts for a mandamus compelling the respondent to conduct 
the investigation as a contest. 

That upon consideration of all of the facts the respondent decided 
that an investigation of the relator’s allegations of public use was 
not warranted, and therefore notified the relator and Macdonald on 
February 5,1902, that the order instituting the investigation was 
set aside and Macdonald’s case was remanded to the primary ex¬ 
aminer for consideration and action, as will appear from the decision 
then rendered, a copy of which is attached to the petition as Ex¬ 
hibit L. . 

This respondent denies that his personal office is “ organized as a 
court having appellate jurisdiction only,” as alleged in the 13th 
paragraph of the petition. 

80 The respondent alleges that he is the head of the Patent 
Office, with power to act personally in any case coming be¬ 
fore it. 

The respondent further admits that the relator has no remedy by 
appeal or writ of error. The respondent alleges that no appeal lies 
to the Secretary of the Interior, because the question is one judi¬ 
cially determined by the respondent as an executive officer of the 
Government. 

He further alleges that an appeal would lie if he had failed to 
perform some ministerial duty prescribed by rules approved by the 
Secretary of the Interior. 

The respondent admits that the supreme court of the District of 
Columbia rendered a decision in the case of Von Hefner Alteneck, 
(23 O. G., 269) in regard to the rejection of applications on the 
ground of two years’ public use, and that on an appeal to the Sec¬ 
retary of the Interior from a ruling of the Commissioner of Patents 
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(23 0. G., 2233,) in that case the Secretary rendered a decision, (23 
0. G., 2233), affirming the action of the Commissioner, but denies 
that said decisions established a rule of practice providing for a 
contested proceeding which was to be conducted in accordance with 
the rules in interference cases. 

The respondent further alleged that the practice in the Patent 
Office is governed by the laws passed by Congress and a set of rules 
made by the Commissioner of Patents and approved by the Secre¬ 
tary of the Interior in accordance with section 483 of the Revised 
Statutes, and published in pamphlet form, entitled Rules of Prac¬ 
tice in the United States Patent Office, under the authoritv of sec- 
tion 488 of the Revised Statutes. 

81 That the last edition of said rules of practice approved by 
the Secretary of the Interior on July 18, 1899, contains the 

following as rule 213: 

213. All cases not specifically defined and provided for in these 
rules will be decided in accordance with the merits of each case 
under the authority of the Commissioner, and such decision will be 
communicated to the interested party in writing.” 

That these rules of practice do not specifically prescribe the pro¬ 
cedure in public-use investigations. 

The respondent further shows to the court that he has judicially 
determined that an investigation of the question of public use in 
this case is not warranted. And the respondent insists on this spe¬ 
cial matter of defense and asks to have the same benefit therefrom 
as if he had demurred specially to said petition. 

The respondent further answering says, that the petition of the 
relator does not allege as a matter of fact that it is entitled to a 
patent upon the invention claimed by Macdonald. And the re¬ 
spondent insists on this special matter of defense and asks to have 
the same benefit therefrom as if he had demurred specially to said 
petition. 

The respondent further says that by reason of the facts herein¬ 
before alleged, he should be dismissed with his reasonable costs. 

FREDERICK I. ALLEN. 

JOHN M. COIT, Counsel. 

82 District op Columbia, ss : 

On this day personally appeared before me a notary public in and 
for the said District of Columbia, Frederick 1. Allen, and made oath 
that he is the respondent in the above-entitled cause; that he has 
read the foregoing answer by him subscribed and knows the con¬ 
tents thereof; that the same is true of his own knowledge except the 
matters therein stated on his information and belief, and that as to 
these matters he believes it to be true. 

Given under my hand this 9th day of April, 1902. 

[seal.] a. M. BUNN, 

Notary Public for District of Columbia. 
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83 Exhibit A. 

Filed April 9,1902. 

Sept. 15,1899. 

United States Patent Office. 

In the Matter of the Protest of the National Phonograph Company 
against the Issue of a Patent to Leon F. Douglass. 

In May, 1899, certain affidavits were filed in this office alleging 
that patent should not be granted to Leon F. Douglass on an appli¬ 
cation, serial No. 704,508, for a talking machine, on the ground that 
substantially the same invention claimed by him had been in pub¬ 
lic use for more than two years prior to the date of tlie said applica¬ 
tion. In considering these affidavits the examiner reported that a 
prima facie case against the grant of the patent had been made out, 
and he also called the Commissioner’s attention to the fact that 
another application filed by Thomas H. Macdonald discloses sub¬ 
stantially the same invention as that claimed by Douglass. 

At the preliminary hearing of the public-use question the Ameri- . 
can Graphophone Company, who claimed that it was the assignee 
of the Macdonald application, petitioned that it be admitted as a 
party in interest to defend the public-use proceedings, as it had ob¬ 
tained certain evidence which led it to believe that Douglass w’ould 
not properly defend the proceedings, and unless the said company 
was made a party the controversy would not be conducted in such 
a manner as to insure a just conclusion. 

84 On June 30,1899,1 made an order in tlie case that the 
Macdonald and Douglass applications be put in interference 

before the institution of the public-use proceedings, so that the par¬ 
ties could inspect each other’s cases and the scope of the proceedings 
be more intelligently determined. At the same time I made an 
•order granting the petition of the graphophone company, provided 
it would file in this office the assignment to it from Macdonald, 
which was subsequently done. 

On July 18,1899, the order was issued instituting the public-use 
proceedings, and Monday, August 14, 1899, was set as the time to 
begin the taking of testimony. On August 8, 1899, the protestants 
in this case made a motion to extend the time for taking testimony, 
and also that they be permitted to have copies of the files of the 
applications of Macdonald and Douglass. On August 11,1899, the 
acting Commissioner granted the motion to extend the time for tak¬ 
ing testimony, but did not pass upon the right of the contestants to 
obtain copies of the applications. It seems that at the hearing be¬ 
fore him, however, it was understood that the protestants would not 
urge this request. 

On September 1,1899, the attorneys for Macdonald and the Amer¬ 
ican Graphophone Company filed a paper in this office in which 
they stated that they had been informed by one of the attorneys for 
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the protestants that his firm had been furnished by this office with 
a copy of the file-wrapper and contents of the Macdonald applica¬ 
tion and they requested information as to why this copy had been 
furnished. On September 6th he was informed that on the 10th of 
August the attorneys had filed an order for a copy of said applica¬ 
tion, and this order was filled by the office under the misap- 

85 prehension that a request had been made for such copy which 
request had been granted. 

On September 14,1899, the protestants filed a formal motion in 
this office requesting that the application of Macdonald be included 
in the public-use proceedings, so that any order in the proceedings 
may run against the application of Macdonald as well as against 
that of Douglass. 

On September 15,1899, the attorney for Macdonald and his as¬ 
signee made a motion that an order be issued directing the attorneys 
for the protestants to return the copy of the application obtained 
b}^ them, and that no information be given to them concerning the 
application of Macdonald. 

At the hearing before me on these motions the copy of the Mac¬ 
donald application which had been obtained by the protestants was 
presented and was turned over to the office awaiting the determina¬ 
tion of the question as to whether they were entitled to obtain it. 

Without passing upon the question as to the authority of the 
Commissioner of Patents to furnish parties with copies of applica¬ 
tions when requested, it is enough to say here that I do not think it 
is necessary for the proper conduct of these public-use proceedings 
that the protestants should have a copy of the Macdonald applica¬ 
tion. They have filed affidavits alleging that a certain machine or 
machines have been made and were in public use at a certain time. 
It is incumbent upon them to prove their allegations b^^ proper evi¬ 
dence. When this evidence is before the office, the office is compe¬ 
tent to judge whether the machine was in public use at the time 
alleged, and whether the evidence is sufficient to prevent the 

86 grant of a patent to Douglass. Of course as Macdonald^s 
assignee has been made a party to these proceedings at its 

request and has the right to cross-examine the witnesses produced 
on behalf of the protestants, this evidence will be used against Mac¬ 
donald in the consideration of his application on the question of 
patentabilit}". 

The fee paid by the protestants for the copy of the’ Macdonald 
application will be returned upon request. 

C. H. DUELL, 

Commissioner, 

October 9,1899. 
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87 Exhibit B. 

Filed April 9,1902, 

Department of the Interior, 

Washington, January 26,1900. 

The Coniinissioiier of Patents. 

Sir: The petition of the National Phonograph Company by 
Leonard Huntress Dyer, its attorney, for review of your adverse ac¬ 
tion of November 1, 1899, in the matter of the public-use proceed¬ 
ings in the case of Leon F. Douglass, applicant for patent, serial 
No. 704,508, filed February 4,1899, for talking machines, is dis¬ 
missed for the reason that the question involved therein is one which 
has been judicially determined by the Commissioner of Patents, and 
in such cases, the Secretary of the Interior has no appellate jurisdic¬ 
tion, (U. S. exrel. Hoe-y. Butterworth, 112 U. S., 50 ; Op. Ass^t — Genfi 
Interior Department dated F'ebruary 20,1899, in Poole v. Avery). 

Mr. D^-er, the attorney for the National Phonograph Company 
has been informed as to the disposition of the case. 

Very respectfully, E. A. HITCHCOCK, Secretary. 

88 Exhibit C. 

Filed April 9,1902. 

Department of the Interior, 

Washington, December 5, 1901. 

The Commissioner of Patents. 

Sir; I have considered the petition filed by L. H. Dyer, in behalf 
of the National Phonograph Company for a review of your decision 
of February 11,1901, entitled Ex parte Thomas H. Macdonald in the 
matter of a protest of the National Plionograph Company against 
the issue of a patent to Douglass and the request that Macdonald be 
included in the proceedings. 

The petition in effect prays for a reversal of said decision of Feb¬ 
ruary 11, 1901, “in so far as it denies the right of your petitioner to 
examine the said Macdonald application and the interference pro¬ 
ceedings between said Macdonald and said Douglass and to be fur¬ 
nished with copies of such portions thereof as it may desire ” etc. 

Substantially the same question was presen ted to this department by 
the petitioners for a review of the adverse action of the Commissioner 
of Patents November 1, 1899 in the matter of the public-use pro¬ 
ceedings in the case of Leon F. Douglass, applicant for patent serial 
number 704,508 filed February 4,1899 for talking machines. 

89 Upon consideration of such petition, it was dismissed under 
date of January 26, 1900 for the reason that the question in¬ 
volved therein was one which had been judicially determined by 
the Commissioner of Patents and in such cases the Secretary of the 
Interior has no appellate jurisdiction. (U. S. ex rel. Hoe vs. Butter- 
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worth, 112 U. S. 50 ; Op. Ass’t Att’y Gen’l* Interior Department 
dated February 20, 1899 in Poole v. Avery.) The petition under 
consideration is accordingly dismissed for similar reasons. 

In this connection, it is proper to add that an examination of the 
papers submitted by your office in connection with the petition and 
briefs of counsel indicates that the rules of practice of the Patent 
Office are defective, in that the method of procedure in the public- 
use proceedings ” is not prescribed. It is suggested therefore, that 
a rule of practice to govern public-use proceedings be formulated 
and submitted to the department for its consideration at an early 
day. 

The papers belonging to the files of your office are herewith re¬ 
turned. 

Mr. Philip Mauro representing the American Graphophone Com¬ 
pany assignee of Thomas H. Macdonald and Mr. Leonard H. Dyer 
representing the National Phonograph Company, have been advised 
as to the disposition of the case. 

Very respectfully, E. A. HITCHCOCK, Secretary, 
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Exceptions to Amended Return, 


Filed April 12,1902. 


In the Supreme Court of the District of Columbia. 


The United States of America on the Re¬ 
lation of the National Phonograph Com¬ 
pany, a Body Corporate, Relator, 

vs. 


'\ 


[> At Law. 


Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. 


No. 45225. 


Now comes the petitioner in the above-entitled cause through 
Messrs. Frank Dyer and Leonard H. Dyer, and R. Ross Perry & 
Son, attorneys for the relator, and excepts to the said amended re¬ 
turn as insufficient in the following respects: 

1. Because the said amended return does not admit or deny the 
allegations of fact contained in the first paragraph of the petition, 
save to the extent of admitting that the respondent is Commissioner 
of Patents as alleged, thus leaving unanswered the remaining aver¬ 
ments of facts in the said paragraph contained which are, as said 
petitioner is advised, material. 

2. Because the said amended return does not admit or deny the 
allegations of fact contained in the second paragraph of the said 
petition. 

3. Because the said amended return does not admit or deny the 
allegations of fact contained in the third paragraph of the said 
petition. 

4. Because the said amended return does not specifically 
91 and in sufficient detail deny the averments of fact contained 
in the fourtli paragraph of the said petition. 
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5. Because the said respondent does not admit or deny the allega¬ 
tions contained in the thirteenth paragraph of the said petition, save 
to the extent of denying that his present oflSce is organized as a 
court having appel-ate jurisdiction, thus leaving unanswered the 
remaining averments in the said paragraph contained, which your 
petitioner is advised are material. 

6. Because the averments to the matters of fact contained in the 
twelfth paragraph of the said petition are not as specific as is neces¬ 
sary to raise a certain issue thereupon. 

7. Because the said amended return does not contain any answer 
to the matters of fact contained in the fifteenth paragraph of the 
said petition. 

8. Because the said amended return does not contain any answer, 
to the matters of fact contained in the sixteenth paragraph of the 
said petition. 

9. Because the said amended return does not obey the rules of 
court in matter of form, in that it is not divided into paragraphs in 
the same manner as the petition and each paragraph does not cor¬ 
respond, with the paragraph of the bill of the same number, thus 
rendering it inconvenient for the court and for counsel to ascertain 
exactly what are the matters of fact averred by the petitioner and 
denied by the respondent. 

FRANK DYER, 

LEONARD H. DYER, 

By R. R. P. 

R. ROSS PERRY and SON, 

Attorneys for Petitioner. 


92 Replication, 

Filed April 21,1902. 

In the Supreme Court of the District of Columbia. 


The United States of America on the Relation of 
the National Phonograph Co., a Body Corporate, 
Relator, 

vs. I 


At Law. 
45225. 


No. 


Frederick I. Allen, Commissioner of Patents, Re¬ 
spondent. 


Now comes the relator in the above-entitled cause, by its attorne3^s 
of record, and for plea to so much of the return of the respondent to 
the rule to show cause why a writ of mandamus should not issue 
against him as purports to be a response to the 12th paragraph of 
the aforesaid petition, says that the said respondent ought not to be 
admitted or received to plead that he, the said respondent, decided 
that an investigation of the relator’s allegations of public use was 
not warranted and that the order instituting said investigation for 
public use was set aside and that what is designated in the return of 
the said respondent as the McDonald case was remanded to the 




CO. vs. FKEDEKICK I. ALLEN, COMM^R OF PATENTS. 49 

primar}^ examiner for consideration and action, because it saitb that 
as soon as it was brought to the notice of the said relator that the 
said respondent had passed the following order, to wit: 

‘‘ The National Phonograph Company will at once notify this 
office and McDonald of the names of the witnesses and the places 
where they will be produced for examination during the 

93 week stated. Upon its failure to do so, it will be assumed 
that it is no longer willing to assist this office in the investi¬ 
gation and action upon the McDonald application will be governed 
accordingly.^^ 

an agreement was made between the said respondent and Richard 
N. Dyer and Leonard H. Dyer, who were then attorneys of the re¬ 
lator, that no further action should be taken in the said public-use 
proceedings until the relator should have filed its petition in the 
supreme court of the District of Columbia for a mandamus to said 
respondent to compel him as Commissioner of Patents to grant to 
your relator the rights of a party in interest in the said public-use 
proceeding and to conduct the said proceedings as a contested case 
under the practice prevailing in the United States Patent Office and 
in accordance with a decision of the supreme court of the District 
of Columbia in what is known as the Alteneck case and further 
until the decision of the said court upon the said petition should 
have been made. Further the relator says that acting upon said 
agreement its said attorneys did not notify the said office and the 
said McDonald as in the said order required as they should have 
done had they not relied upon the aforesaid agreement with the 
said respondent, and further it says that in reliance upon the said 
agreement, they did prepare and file in the supreme court of the 
District of Columbia, the said petition for mandamus which is the 
pending proceedings and that the aforesaid order of the said re¬ 
spondent setting aside the order instituting the public-use proceed¬ 
ings and remanding the said McDonald case to the primary ex¬ 
aminer for consideration and action was in direct violation 

94 of the aforesaid agreement, and this the said relator is ready 
to verify. Wherefore it prays judgment if the said respond¬ 
ent ought to be admitted or received to his said plea contrary to 
his own knowledge and agreement as aforesaid. 

2. And for a plea to so much of the said return as denies that the 
personal office of the said respondent, Commissioner of Patents, is 
organized as a court having appellate jurisdiction only, the relator 
re-avers that the said officelis organized as a court having appellate 
jurisdiction only, and this the relator is ready to verify. 

3. And for a plea to so much of the said return as alleges that the 
said respondent is the head of the Patent Office with power to act 
personally in any case coming before it, the relator says that the 
said respondent is not the head of the Patent Office with power to 
act personally in any case coming before it, the said office, and this 
it is ready to verify. 

4. And for a plea to so much of the said return as avers that an 

7—1257a 
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appeal would lie to the Secretary of the Interior if the respondent 
Commissioner of Patents had failed to perform some ministerial 
duty prescribed by the rules approved by the Secretary of the In¬ 
terior, the relator says that the Secretary of the Interior has judi¬ 
cially determined, in so far as any decision of his can be termed a 
judicial decision, that the duty discharged by the said respondent in 
determining questions arising in public-use proceedings is a judi¬ 
cial and not a ministerial duty, wherefore the said relator, while not 
admitting the correctness of the said decision of the Secretary 

95 of the Interior was yet concluded thereby in so far as any 
appeal from the said respondent Commissioner of Patents to 

the said Secretary of the Interior was concerned with respect to 
the aforesaid order dismissing the public-use proceedings and re¬ 
manding the case to the primary examiner, and this it is ready to 
verify. 

5. And for a plea to so much of the said return as denies that the 
decisions referred to in the said petition and return relating to the 
said public-use proceedings established a rule of practice providing 
for a contested proceeding which was to be conducted in accordance 
with the rules in interference cases, the said relator re-aversthat the 
aforesaid decisions did establish a rule of practice in said Patent 
Office providing for a contested proceeding which was to be con¬ 
ducted in accordance with the rules in interference cases and this 
the relator is ready to verify. 

6. And for a further plea to so much of the said return as is speci¬ 
fied in the plea immediately preceding this plea, the relator says 
that the aforesaid decisions in the said preceding plea mentioned 
established the said rule of practice and that thereupon there grew 
up and was established a custom in the said office in accordance 
with the said decisions which custom has been uniformly followed 
until the same was first departed from in this case only by one Charles 
H. Duell, the immediate predecessor of the said respondent in his 
office of Commissioner of Patents as aforesaid, as set forth in the 
petition of the relator for the said writ of mandamus, and this the 
said relator is ready to verify. 

7. And for a plea to so much of the said return as avers 

96 that the rules of practice do not specifically prescribe the 
procedure in public-use investigations, the said relator says 

that the said rules of practice do specifically describe the procedure 
in public-use investigation and this it is ready to verify. 

8. And for a plea to so much of the said return, as shows to the 
court that the said respondent as such Commissioner of Patents has 
judicially determined that the investigation of the questions of pub¬ 
lic use in this case is not warranted, the said relator says that the 
said respondent ought not to be admitted or received to plead that 
he, the said respondent, as such Commissioner of Patents, has ju¬ 
dicially determined that the investigation of the question of public 
use in this case is not warranted, because it saith that as soon as it 
was brought to the notice of the said relator that the said respondent 
had passed the hereinbefore-recited order, an agreement was made 
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between the said respondent and Richard N. Dyer and Leonard H. 
Dyer, who were then the attorneys of the relator, that no further ac¬ 
tion should be taken in the said public-use proceedings until the re¬ 
lator should have filed its petition in the suprenie court of the Dis¬ 
trict of Columbia for a mandamus to said respondent to compel him 
asCommissioner of Patents to grant to your relator the rights of a 
party in interest in the said public-use proceeding and to conduct the 
said proceedings as a contested case under the practice prevailing in 
the United States Patent Office and in accordance with a decision 
of the supreme court of the District of Columbia in what is known 
as the Alteneck case and further until the decision of 
97 the said court upon the said petition should have been made. 

Further the relator says that acting under said agreement its 
said attorneys did not notify the said office and the said McDonald 
as in the said order required as they should have done had they 
not relied upon the aforesaid agreement with the said respondent, 
and further it says that in reliance upon the said agreement, they 
did prepare and file in the supreme court of the District of Colum¬ 
bia, the said petition for mandamus which is the pending proceed¬ 
ings and that the said judicial determination of the said respondent 
to the effect that the investigation of the question of public use in 
this case is not warranted was in direct violation of the aforesaid 
agreement, and this the said relator is ready to verify. Wherefore 
it prays judgment if the said respondent ought to be admitted or 
received to his said plea contrary to his own knowledge and agree¬ 
ment as aforesaid. 

RICHARD M. DYER, 

LEONARD H. DYER, 

R. ROSS PERRY and SON, 

Attorneys for Relator, 
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Withdrawal of PleadingSj &c. 
Filed June 25,1902. 


In the Supreme Court of the District of Columbia. 


The United States op America on the Re-' 
lation of the National Phonograph Co., 
Relator, 

vs. I 


> At Law. 


Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. 


No. 45225. 


The respondent with the leave of the court withdraws all of his 
pleadings filed subsequent to his answer, filed April 9,1902, and de¬ 
murs to the pleas of the relator filed April 21,1902, as bad in sub¬ 
stance. This is done with the express understanding that if the de¬ 
murrer is overruled the pleadings may be refiled. 

JOHN M. COIT, 

Counsel for Respondent. 
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99 Supreme Court of the District of Columbia. 

Thursday, October 23,1902. 

Session resumed pursuant to adjournment, Chief Justice Bingham 
presiding. 

^ ^ 

^ 


United States of America ex Relatione Na- 1 
tional Phonograph Company, Relator, 

vs, 

Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. 


y At Law. No. 45225. 


This cause coming on to be heard upon the demurrer of the re¬ 
spondent to the replication of the relator to the return of the respond¬ 
ent to tlie rule to show cause, and the same having been argued and 
considered, it is ordered that said demurrer to tlie replication afore¬ 
said be, and hereby is, sustained: Therefore it is considered that the 
prayers of the petition for a writ of mandamus be, and are, denied; 

the rule to show cause is hereby discharged, and the petition 
100 of the relator be, and hereby is dismissed at the costs of said 
relator. 

Appeal noted by the relator to the Court of Appeals, and leave 
granted it to deposit with the clerk of this court the sum of one hun¬ 
dred dollars in lieu of a bond. 


Memorandum. 

November 3,1902.—$100 deposited by appellant in lieu of appeal 
bond. 


101 Direction to Clerk as to Record, 

Filed November 6,1902. 

In the Supreme Court of the District of Columbia. 

United States ex Rel. National Phono-" j 
graph Co., Relator, | 

vs. ^ At Law. No. 45225. 

Frederick I. Allen, Commissioner of Pat¬ 
ents, Respondent. J 

The clerk will please include transcripts of the following papers 
in the making up of record upon appeal: 

1. Petition for mandamus filed Feb. 7,1902, and exhibits thereto. 

2. Return of respondent to the rule to show cause filed April 9, 
1902. 

3. Exceptions to return filed April 12,1902. 

4. Replication filed April 21,1902. 

5. Withdrawal of pleadings and demurrer filed to the pleas, filed 
June 25,1902. 

6. Final order and appeal. 

R. ROSS PERRY, 

Of Counsel for the Relator, 
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102 Supreme Court of the District of Columbia. 

United States of America, I . 

Distiict of Columbia^ j 

I, John R. Young, clerk of the supreme court of the District of 
Columbia, hereby certify the foregoing pages, numbered from 1 to 
101, inclusive, to be a true and correct transcript of the record, as 
per directions of counsel herein filed, copy of which is made pari of 
this transcript, in cause No. 45225, at law, wherein The United 
States of America on the relation of National Phonograph Company, 
is relator and Frederick I. Allen, Commissioner of Patents, is re¬ 
spondent, as the same remains upon the files and of record in said 
court. 

In testimony whereof, I hereunto subscribe 
Seal Supreme Court my name and affix the seal of said court, at the 
of the District of city of Washington, in said District, this 12 
Columbia. day of November, A. D. 1902. 

JOHN R. YOUNG, Cleric. 

Endorsed on cover: District of Columbia supreme court. No. 
1257. The United States of America on the relation of National 
Phonograph Company, appellant, vs. Frederick I. Allen, Commis¬ 
sioner of Patents. Court of Appeals, District of Columbia. Filed 
Nov. 13, 1902. Robert Willett, clerk. 



